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Overview of Trademark 
Infringement Damages

By Joseph L. Kish and Jonathon P. Reinisch

T rademark damage analysis can be frustrating. The Lanham Act provides minimal guidance, and courts, 
faced with seemingly similar situations, often reach dramatically different results. Even courts within the 

same district or circuit reach conclusions based on differing interpretations of the Lanham Act.

One unifying concept underlies both the scheme set forth in the Lanham Act and the cases that inter-
pret it: equity. Equitable considerations permeate every aspect of trademark damages, such that plaintiffs can 
successfully advance colorable arguments even in the face of adverse precedent.

The very first equitable consideration when evaluating trademark damages is determining whether 
injunctive relief is available, and to what extent it will correct the wrongs that a plaintiff alleges in its lawsuit. 
Courts often provide little, or no, monetary damages, including attorney fees, where a party obtains injunc-
tive relief that redresses the harm.1

Other equitable considerations drive the amount of both actual damages and statutory damages to 
which a successful plaintiff may be entitled. For example, courts consider whether a defendant’s conduct was 
willful, whether it remained willfully ignorant of the infringement, whether it has the financial wherewithal 
to address a plaintiff’s claimed damages, whether it is a direct competitor of the plaintiff, whether it can 
rebut a plaintiff’s damage claims with evidence of a lack of causation, or whether it can mitigate its damages 
through evidence of production costs. All or none of those factors may play into a court’s determination of 
the ultimate damages the plaintiff will receive as lost profits or actual damages.

Even statutory damages are subject to extensive litigation. The Lanham Act does not provide for a spe-
cific amount of statutory damages, but instead provides for ranges of awards that may be enhanced or miti-
gated based on a defendant’s conduct.

The information that follows provides an outline for the current bounds of trademark damage interpre-
tation. Of course, each individual case may differ in some respect that warrants creative argument, which the 
Lanham Act might accommodate.

 1 See Kenneth L. Port, Trademark Extortion: The End of Trademark Law, 65 Wash. & Lee L. Rev. 585, 622 (2008).

PART II: TRADEMARKS
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Profits and Damages

Defendant’s Profits

Section 1117(a) allows disgorgement of defendant’s profits, subject to the principles of equity.2 Courts gener-
ally award lost profits to prevent unjust enrichment resulting from the trademark infringement.3 It is within 
the discretion of the court to assess profits as a measure of damages.4 If actual damages awarded under Sec-
tion 1117(a) are sufficient for deterrence and adequate compensation of the plaintiff, the court is not required 
to also award profits.5

A plaintiff typically need not establish any actual damages in order to obtain an accounting of the defen-
dant’s profits.6 However, most courts require that the plaintiff prove willful or deliberate infringement before 
ordering disgorgement.7 A plaintiff may establish willfulness by either actual knowledge of the infringing 

 2 15 U.S.C. §1117(a).

 3 See Masters v. UHS of Del., Inc., 631 F.3d 464, 473 (8th Cir. 2011) (“Disgorgement exists to deter would-be 
infringers and to safeguard against unjust enrichment.”); Am. Rice, Inc. v. Producers Rice Mill, Inc., 518 F.3d 
321, 340 (5th Cir. 2008) (finding that disgorgement is appropriate to compensate for diverted sales, remedy 
unjust enrichment of the infringer, and deter future infringement).

 4 15 U.S.C. §1117(a).

 5 See, e.g., BASF Corp. v. Old World Trading Co., 41 F.3d 1081, 1095–96 (7th Cir. 1994) (noting that disgorgement 
is an equitable remedy designed to serve as a proxy for damages or to deter continuing violations and that dis-
gorgement is most appropriate where damages are otherwise nominal, and affirming district court’s denial of 
disgorgement where damages were significant).

 6 See Marshak v. Treadwell, 595 F.3d 478, 495 (3d Cir. 2009) (“[Plain tiff] did not need to establish actual damages 
to justify the imposition of an accounting of profits—she needed only to show that an accounting was necessary 
to deter infringement or that [defendant] and his associates were unjustly enriched.”); Prof ’l Bull Riders, Inc. v. 
Autozone, Inc., 144 Fed. Appx. 735, 739 (10th Cir. 2005) (quoting Bishop v. Equinox Int’l Corp., 154 F.3d 1220, 
1223 (10th Cir. 1998) (“‘[T]he unavailability of actual damages as a remedy… does not preclude plaintiff from 
recovering an accounting of defendant’s profits.’”).

 7 See, e.g., Merck Eprova AG v. Gnosis S.p.A., 760 F.3d 247, 261 (2d Cir. 2014) (“‘[A] finding of defendant’s willful 
deceptiveness is a prerequisite for awarding profits.’”) (quoting George Basch Co., Inc. v. Blue Coral, Inc., 968 
F.3d 1532, 1537 (2d Cir. 1992)); M2 Software Inc. v. Viacom, Inc., 223 Fed. Appx. 653, 655 (9th Cir. 2007) (denying 
the plaintiff’s request for an accounting of profits due to a lack of evidence of willful infringement); Optimum 
Technologies, Inc. v. Home Depot U.S.A., Inc., 217 Fed. Appx. 889, 902 (11th Cir. 2007) (“[A]n accounting of a 
defendant’s profits is appropriate where: (1) the defendant’s conduct was willful and deliberate, (2) the defendant 
was unjustly enriched, or (3) it is necessary to deter future conduct.”); Western Diversified Servs., Inc. v. Hyun-
dai Motor Am., Inc., 427 F.3d 1269, 1272–73 (10th Cir. 2005) (“[W]e require a showing that Defendant’s actions 
were willful to support an award of profits under [Section 1117(a)].”); but see Synergistic Int’l, LLC v. Korman, 
470 F.3d 162, 175 n.13 (4th Cir. 2006) (finding that “willfulness is not an essential prerequisite for a damages 
award” under Section 1117(a)); see also Masters, 631 F.3d at 471 n.2 (assuming without deciding that willful 
infringement is a prerequisite to monetary relief under Section 1117(a)).
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activity or objective recklessness.8 In assessing profits, a plaintiff is required to prove only the defendant’s 
sales.9 The burden then shifts to the defendant to prove all allowable costs or deductions.10

A plaintiff’s burden to establish the defendant’s sales is not great, and courts allow inferences in the 
analysis.11 The defendant does not enjoy the same low bar in proving elements of costs or deductions.12 If 
a defendant cannot adequately establish those costs or deductions, then the plaintiff may be entitled to all 
gross sales attributable to the infringing product.13

There is no hard and fast rule for determining the expenses that courts may offset against sales or prof-
its.14 Deductible expenses must be directly related to the sale of the infringing product.15 Many courts hold 
that a defendant may not deduct overhead expenses if the sales of infringing products by the defendant were 
small, or if the sales of infringing products by the defendant did not increase its overhead costs.16 Addi-

 8 See, e.g., Fendi Adele, S.R.L. v. Ashely Reed Trading, Inc., 507 Fed. Appx. 26, 31 (2d Cir. 2013); Fishman Trans-
ducers, Inc. v. Paul, 684 F.3d 187, 191–92 (1st Cir. 2012).

 9 15 U.S.C. §1117(a).

 10 Id. 

 11 See, e.g., Djarum v. Dhanraj Imports, Inc., 876 F. Supp. 2d 664, 670 (W.D.N.C. 2012) (finding that plaintiff “met 
its burden by providing evidence of infringing sales activity and a reasonable estimate of Defendants’ gross sales 
based upon the amount of infringing goods that were imported by Defendants for sale”); Rexall Sundown, Inc. 
v. Perrigo Co., 707 F. Supp. 2d 357, 359 (E.D.N.Y. 2010) (noting that plaintiff must prove sales only, not sales from 
the violative conduct).

 12 See, e.g., Banjo Buddies, Inc. v. Renosky, 399 F.3d 168, 176 (3d Cir. 2005) (affirming lower court’s rejection of 
deductions where defendant broadly summarized expenses without explanation).

 13 See WMS Gaming Inc. v. WPC Prods. Ltd., 542 F.3d 601, 609 (7th Cir. 2008) (citing as examples Tex. Tech. v. 
Spiegelberg, 461 F. Supp. 2d 510, 526 (N.D. Tex. 2006); N.Y. Racing Ass’n v. Stroup News Agency Corp., 920 F. 
Supp. 295, 301 (N.D.N.Y. 1996)).

 14 Jones Apparel Group, Inc. v. Steinman, 466 F. Supp. 560, 563 n.4 (E.D. Pa. 1979).

 15 See, e.g., Lee Valley Tools, Ltd. v. Industrial Blade Co., 288 F.R.D. 254, 268 (W.D.N.Y. 2013) (variable costs are 
deductible as long as they are “directly related to the infringing product”); Nike, Inc. v. Variety Wholesalers, 
Inc., 274 F. Supp. 2d 1352, 1372–73 (S.D. Ga. 2003) (citing Maltina Corp. v. Cawy Bottling Co., 613 F.2d 582, 586 
(5th Cir. 1980)) (holding that deductible costs must be “actually related” to the sale of the infringing product); 
Burger King Corp. v. Pilgrim’s Pride Corp., 934 F. Supp. 425, 426 (S.D. Fla. 1996) (same).

 16 See, e.g., Hamil Am. Inc. v. GFI, 193 F. 3d 92, 107 (2d Cir. 1999) (requiring a defendant to establish “a sufficient 
nexus between each expense claimed and the sales of the unlawful goods” and further requiring that courts 
“give extra scrutiny to the categories of overhead expenses… to insure that each category is directly and validly 
connected to the sale and production of the infringing product”); Kamar Int’l v. Russ Berrie & Co., 752 F.2d 
1326, 1332 (9th Cir. 1984) (allowing a deduction for overhead “only when the infringer can demonstrate that it 
was of actual assistance in the production, distribution, or sale of the infringing product”); Maltina Corp., 613 
F.2d at 586 (“[A] proportionate share of overhead is not deductible when the sales of an infringing product con-
stitute only a small percentage of total sales.”).
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tionally, courts do not allow deductions for income and excise taxes17 or salaries to officers under certain 
circumstances.18

If the court determines that the recovery based on defendant’s profits is either inadequate or excessive, 
Section 1117(a) grants the court discretion to enter judgment for a sum that the court finds just, according 
to the circumstances of the case.19 That amount must constitute compensation and may not be a penalty.20 
Therefore, courts may enhance damages based on a finding of willful infringement or to compensate a plain-
tiff for actual injuries, but the award cannot be punitive or disproportionate to the actual loss.21

Plaintiff’s Damages

Section 1117(a) also allows a plaintiff to recover its actual damages in addition to the defendant’s profits.22 To 
determine whether damages are appropriate, courts consider many factors. Several Circuit Courts employ 
six nonexclusive factors to evaluate whether or not damages or profits are appropriate, including (1) the 
defendant’s intent to deceive, (2) whether sales were diverted, (3) the adequacy of other remedies, (4) any 
unreasonable delay by the plaintiff in asserting its rights, (5) the public interest in making the misconduct 
unprofitable, and (6) whether the case involves palming off.23 Courts also consider the degree of certainty 

 17 See Alpo Petfoods, Inc. v. Ralston Purina Co., 720 F. Supp. 194, 212 n.16 (D.D.C. 1989) (citing Wolfe v. Nat’l Lead 
Co., 272 F.2d 867 (9th Cir. 1959)).

 18 See, e.g., Cyclone USA, Inc. v. LL&C Dealers Services, LLC, No. CV 03-992 AJW, 2010 WL 2104935, at *2 (C.D. 
Cal. 2010) (refusing to deduct corporate salaries where defendant offered no reasonable basis on which to cal-
culate the deduction); Hospitality Int’l v. Mahtani, No. 2:97CV87, 1998 WL 35296447, at *9 (M.D.N.C. August 3, 
1998) (“Compensation paid to an infringer’s officers who do not participate in managing the corporation should 
not be allowed as a deduction.”); see also Hair Assoc. v. Nat’l Hair Replacement Servs., Inc., 987 F. Supp. 569, 
594–95 (W.D. Mich. 1997) (refusing to add an executive’s compensation into the recoverable net income dam-
age amount); but see Wolfe, 156 F. Supp. at 892 (corporate salaries of officers who took little if any part in policy 
making were properly deducted).

 19 15 U.S.C. §1117(a).

 20 Id. 

 21 See, e.g., Tu Thien The, Inc. v. Tu Thein Telecom, Inc., No. 14-56487, 2016 WL 4437637, at *1 (9th Cir. 2016) 
(affirming enhanced damages where district court specifically stated that the damages were intended to com-
pensate for reputational harm and deter future misconduct, not to penalize prior bad acts”); La Quinta Corp. v. 
Heartland Props., LLC, 603 F.3d 327, 342–43 (6th Cir. 2010); Getty Petroleum Corp. v. Bartco Petroleum Corp., 
858 F.2d 103, 113 (2d Cir. 1988).

 22 15 U.S.C. §1117(a); see also Koon Chun Hung Kee Soy & Sauce Factory, Ltd. v. Star Mark Mgmt., Inc., 628 F. Supp. 
2d 312, 320 (E.D.N.Y. 2009) (“[Sec tion] 1117(a) provides for an award of plaintiff’s damages in addition to an 
award of defendants’ profits”).

 23 See La Quinta Corp., 603 F.3d at 343; Synergistic Int’l, LLC, 470 F.3d at 175; Banjo Buddies, Inc., 399 F.3d at 
174–75; Quick Techs., Inc. v. Sage Group PLC, 313 F.3d 338, 349 (5th Cir. 2002).
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with which the plaintiff established the fact and extent of a pecuniary loss24 and any unreasonable delay by 
the plaintiff in bringing the lawsuit or asserting its rights.25

Generally, courts allow the following types of damages: lost profits on diminished sales, which may 
include lost sales or revenue or sales at a lower price, the cost of corrective advertising, harm to market repu-
tation, and expenditures to prevent, correct, or mitigate consumer confusion.26 Courts also award lost license 
royalties27 and lost franchise fees.28

Section 1117(a) further authorizes the court to enter judgment for any sum above the amount found as 
actual damages, but not to exceed three times such amount, according to the circumstances of the case.29 
Courts may enhance damages based on willful infringement, but those damages cannot be punitive in 
nature.30 However, recognizing that it is anomalous to classify as “compensatory” damages that exceed the 
amount found to compensate the plaintiff, courts award enhanced damages where damage calculations are 
imprecise and courts perceive a plaintiff to be undercompensated.31 When considering enhanced damages, 
courts evaluate the impact of the unlawful conduct directly on the plaintiff, the systemic distortion that the 
defendant’s conduct had on the relevant market, and the costs incurred by the plaintiff to mitigate its dam-

 24 See A&H Sportswear Co. v. Victoria’s Secret Stores, Inc., 967 F. Supp. 1457, 1478 (E.D. Pa. 1997) (“plaintiff bears 
the burden of proving both the existence of damages and the amount of damages,” although that burden is lower 
in ascertaining the latter); see also Restatement (Third) of Unfair Competition, Chapter 3, Topic 6, §36 (collect-
ing cases).

 25 See, e.g., Grotrian, Helfferich, Shculz, Th. Steinweg Nachf. v. Steinway & Sons, 523 F.2d 1331, 1344 (2d Cir. 1975) 
(holding that plaintiff’s unreasonable delay resulted in an abandonment of any claim for monetary relief, even 
though the defendant’s infringement was deliberate).

 26 See, e.g., Int’l Star Class Yacht Racing Ass’n v. Tommy Hilfiger, U.S.A., Inc., 80 F.3d 749, 753 (2d Cir. 1996).

 27 N.Y. Racing Ass’n, Inc., 920 F. Supp. at 302 (“One way courts measure how much damage a defendant has caused 
a plaintiff by infringing the plaintiff’s mark is by determining what royalty the plaintiff would have received for 
a license.”); see also Buffalo Wild Wings, Inc. v. Buffalo Wings & Rings, No. 09-1426(JRT/SER), 2011 WL 4537970, 
at *3 (D. Minn. Sept. 29, 2011) (holding that hypothetical royalty where parties had no prior license agreement 
was inappropriately speculative).

 28 See, e.g., Hair Assocs., 987 F. Supp. at 596 (awarding franchise fees lost by virtue of defendant’s effective opera-
tion of a franchise without paying any fees).

 29 15 U.S.C. §1117(a).

 30 See Skydive Arizona, Inc. v. Quattrocchi, 673 F.3d 1105, 1115 (9th Cir. 2012) (reversing award of enhanced dam-
ages where it was based on the court’s intent to punish the defendant); Clearline Techs. Ltd. v. Cooper B-Line, 
Inc., 948 F. Supp. 2d 691, 709 (S.D. Tex. 2013) (citing Taco Cabana Int’l., Inc. v. Two Pesos, Inc., 932 F.2d 1113, 
1127 (5th Cir. 1991)); Curcio Webb LLC v. Nat’l Benefit Programs Agency, Inc., 367 F. Supp. 2d 1191, 1203 (S.D. 
Ohio 2005) (requiring at least some allegation of willfulness before enhanced damages under Section 1117(a) 
may be awarded).

 31 Taco Cabana, 932 F.2d at 1127; see also Clearline Techs., 948 F. Supp. 2d at 709–10 (“Enhancement is appropriate 
where the damages awarded fail to adequately compensate a plaintiff.”).
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ages.32 Courts award enhanced damages where, for example, the defendant continues to use a franchise’s 
trademarks after termination of the parties’ franchise agreement,33 or where the infringer realized certain 
intangible benefits that are difficult to quantify.34

Damages for Counterfeiting

Treble Damages under Section 1117(b)

Section 1117(b) authorizes a court to award treble damages for certain willful violations involving the use of 
a counterfeit mark.35 Section 1114(1)(a) prohibits the “use in commerce [of] any reproduction, counterfeit, 
copy, or colorable imitation of a registered mark in connection with the sale, offering for sale, distribution, 
or advertising of any goods or services on or in connection with which such use is likely to cause confusion, 
or to cause mistake, or to deceive.”36 A plaintiff is entitled to three times profits or damages, whichever is 
greater, plus reasonable attorney’s fees, for a violation of Section 1114(1)(a) that involves:

 (1) intentionally using a mark or designation, knowing such a mark or designation is a counterfeit 
mark (as defined in [15 U.S.C. §1116(d)]) in connection with the sale, or distribution of goods or 
services; or

 (2) providing goods or services necessary to the commission of a violation specified in paragraph (1), 
with the intent that the recipient of the goods or services would put the goods or services to use in 
committing the violation.37

However, if the court finds “extenuating circumstances,” it is not required to award treble damages.38

The court may also award prejudgment interest at an annual interest rate established under 26 I.R.C. 
§6621(a)(2), calculated from the date of the service of the claimant’s pleadings to the date of judgment.39 
The court has discretion to shorten the time during for which it awards prejudgment interest, as it deems 
appropriate.40

Section 1116(d) of the Lanham Act defines a “counterfeit mark” as either:
 (1) a counterfeit of a mark that is registered on the principal register in the United States Patent and 

Trademark Office for such goods or services sold, offered for sale, or distributed and that is in use, 
whether or not the person against whom relief is sought knew such mark was so registered; or

 32 See Old World Trading Co., 41 F.3d at 1096 (quoting ALPO Petfoods v. Ralston Purina Co., 778 F. Supp. 555, 564 
(D.D.C. 1991)).

 33 See, e.g., La Quinta Corp, 603 F.3d at 345 (collecting cases).

 34 See, e.g., Merck Eprova AG, 760 F.3d at 263. 

 35 15 U.S.C. §1117(b).

 36 15 U.S.C. §1114(1)(a).

 37 15 U.S.C. §1117(b).

 38 Id. 

 39 Id. 

 40 Id. 
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 (2) a spurious designation that is identical with, or substantially indistinguishable from, a designa-
tion as to which the remedies of this chapter are made available by reason of section 220506 of 
Title 36.41

The definition of a counterfeit mark does not include “any mark or designation used on or in connection with 
goods or services of which the manufacture[r] or producer was, at the time of the manufacture or production 
in question authorized to use the mark or designation for the type of goods or services so manufactured or 
produced, by the holder of the right to use such mark or designation.”42

Whether or not the use of a mark constitutes a “counterfeit” is not often litigated. One court found that 
“[t]here are surprisingly few cases dealing with this issue” and noted “[i]t is usually fairly clear if a product 
is a counterfeit: a manufacturer indicates that the product was not made to their standards, or that the pro-
ducer was not authorized to use that mark on certain products it produced.”43 However, courts are divided 
over whether the continued use of a licensor’s mark after termination of the applicable license agreement is a 
type of counterfeiting deserving of treble damages.44

Courts determine extenuating circumstances on a case-by-case basis. Congress has stated that where the 
defendant is an “unsophisticated individual, operating on a small scale, for whom the imposition of treble 
damages would mean that he or she would be unable to support his or her family,” treble damages may be 
inappropriate.45 Courts have applied that principle where the individual defendant filed for personal bank-
ruptcy and the corporate defendant was dissolved,46 and where the defendant small business faced financial 
hardship and was unable to retain counsel for its defense.47 However, Congress also explained, “it will be a 

 41 15 U.S.C. §1116(d)(B).

 42 Id. 

 43 All Star Championship Racing, Inc. v. O’Reilly Auto. Stores, Inc., 940 F. Supp. 2d 850, 867 (C.D. Ill. 2013) (cita-
tions omitted).

 44 Compare U.S. Structures, Inc. v. J.P. Structures, Inc., 130 F.3d 1185, 1192 (6th Cir. 1997) (holding that Section 
1117(b) “does not apply where, as in this case, a holdover franchisee continues to use the franchisor’s original 
trademark after the franchise has been terminated” because it does not constitute the use of a counterfeit mark); 
with State of Idaho Potato Comm’n v. G&T Terminal Packaging, Inc., 425 F.3d 708, 722 (9th Cir. 2005) (holding 
that the unauthorized use of any agency’s certification constituted a counterfeit because, although the product 
itself was not counterfeit, the certification that the products were produced and distributed in accordance with 
certain standards was counterfeit); see also All Star Championship Racing, Inc., 940 F. Supp. 2d at 866–67 (hold-
ing that a holdover licensee’s continued use of a formerly- licensed mark denoting a sponsorship constitutes use 
of a counterfeit mark “if and only if the incident or product alleged to be infringing occurred or was manufac-
tured after the alleged infringer no longer had authorization to use the mark”).

 45 Nike, Inc. v. Top Brand Co., No. 00 Civ. 8179 KMW RLE, 2005 WL 1654859, at *11 (S.D.N.Y. July 13, 2005) (quot-
ing Joint Explanatory Statement, 130 Cong. Record H. 12,076 at 12,083 (Oct. 10, 1984)).

 46 Zerorez Franchising Sys., Inc. v. Distinctive Cleaning, Inc., No. 13-2326 ADM/BRT, 2016 WL 2637801, at *6 n.5 
(D. Minn. May 6, 2016).

 47 Entrepreneur Media, Inc. v. JMD Entm’t Group, LLC, 958 F. Supp. 2d 588, 598 (D. Md. 2013). 
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rare case in which a defendant who has trafficked in goods or services using a mark that he or she knows to 
be counterfeit can show that he or she should not be assessed treble damages.”48

Statutory Damages for Use of Counterfeit Marks under Section 1117(c)

Where a counterfeit mark is used in connection with the sale, offering for sale, or distribution of goods or 
services, a plaintiff may elect to recover statutory damages instead of actual damages and profits under 
Section 1117(a).49 A plaintiff is entitled to make that election at any time before the trial court renders final 
judgment.50 The amount of statutory damages shall be not less than $1,000 and not more than $200,000 per 
counterfeit mark per type of goods or services sold, offered for sale, or distributed.51 However, if the court 
finds that the use of the counterfeit mark was willful, it may award damages of not more than $2,000,000 per 
counterfeit mark per type of goods or services sold, offered for sale, or distributed.52 The court has discretion 
to award damages within the applicable range in an amount that it considers just.53

The statutory damages allowed in Section 1117(c) were added to the Lanham Act because ‘counterfeiters’ 
records are frequently nonexistent, inadequate, or deceptively kept…, making proving actual damages in 
these cases extremely difficult if not impossible.”54 Statutory damages are most appropriate when a defen-
dant’s nondisclosure during the fact- finding stage leaves actual damages uncertain.55

Courts will consider a variety of factors in determining the amount of an award under Section 1117(c). 
In cases involving willful infringement, courts emphasize deterrence in awarding large statutory damages.56 
In some cases, enhanced statutory damages may be appropriate even where actual damages are nominal or 
non- existent.57 However, other courts weigh insubstantial profits from the defendant’s use of the counterfeit 

 48 Nike, Inc., 2005 WL 1654859, at *11 (citing Joint Explanatory Statement, 130 Cong. Record H. 12,076 at 12,083 
(Oct. 10, 1984)).

 49 15 U.S.C. §1117(c).

 50 Id. 

 51 15 U.S.C. §1117(c)(1). Prior to October 13, 2008, Section 1117(c)(1) provided for damages of not less than $500 and 
not more than $100,000, or not more than $1,000,000 in the case of willful counterfeiting.

 52 15 U.S.C. §1117(c)(2).

 53 15 U.S.C. §1117(c)

 54 Gucci Am., Inc. v. Duty Free Am., 315 F. Supp. 2d 511, 520 (S.D.N.Y. 2004) (quoting S. Rep. No. 104-177, at 10 
(1995)).

 55 Sara Lee Corp. v. Bags of N.Y., Inc., 36 F. Supp. 2d 161, 165 (S.D.N.Y. 1999).

 56 See, e.g., Philip Morris USA, Inc. v. Jackson, 826 F. Supp. 2d 448, 453 (E.D.N.Y. 2011) (“Statutory damages under 
the Lanham Act serve not only to compensate but are ‘also aimed at deterrence of future counterfeiting—both 
by the actor in question and by other potential counterfeiters.’”) (quoting Philip Morris USA, Inc. v. Felizardo, 
No. 03 Civ. 5891 (HB), 2004 WL 1375277, at *7 (S.D.N.Y. June 18, 2004)); Microsoft Corp. v. NOP, 549 F. Supp. 2d 
1233, 1238 (E.D. Cal. 2008).

 57 Ford Motor Co. v. Cross, 441 F. Supp. 2d 837, 852 (E.D. Mich. 2006) (citing Peer Int’l Corp. v. Pausa Records, Inc., 
909 F.2d 1332, 1336 (9th Cir. 1990), and Superior Form Builders, Inc. v. Dan Chase Taxidermy Supply Co., 74 F.3d 
488, 496–98 (4th Cir. 1996)).
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mark in favor of lower statutory damages.58 Statutory damages may be reduced where the plaintiff cannot 
present relevant evidence of damages to support a request for a sizeable statutory award.59 Actual notice to 
the defendant that its actions are infringing weighs in favor of enhanced statutory damages.60 Courts also 
consider the public policy surrounding a particularly prevalent type of infringement,61 the infringer’s finan-
cial means,62 and the infringer’s level of cooperation during the litigation.63

A plaintiff may establish willfulness for the increased award by showing either that (1) the defendant was 
actually aware of the infringing activity; or (2) the defendant’s actions were the result of reckless disregard or 
willful blindness.64 Courts find actual awareness where, for example, a plaintiff requested that the defendant 
cease the infringing activity,65 a defendant knowingly used the trademarked good as a template to create 
a counterfeit version,66 the defendant continued the infringing activities after the lawsuit commenced and 
maintained a large inventory of counterfeit goods,67 and there was a high degree of resemblance between the 
internationally recognizable trademark and the counterfeit.68 Willful blindness may be established where a 
defendant refused to question any aspect of a suspicious transaction and ignored a third party’s warning that 

 58 See, e.g., Louis Vuitton Malletier v. Carducci Leather Fashions, Inc., 648 F. Supp. 2d 501, 505 (collecting cases 
with high statutory damage awards based on the defendant’s substantial sales).

 59 See Magna-RX, Inc. v. Holley, No. CV 05-3545-PHX-EHC, 2008 WL 5068977, at *3 (D. Ariz. Nov. 25, 2008) (reject-
ing the plaintiff’s request for $50,000 in statutory damages where plaintiff failed to present evidence to justify an 
award greater than the minimum).

 60 See Ford Motor Co., 441 F. Supp. 2d at 852–53.

 61 See Lorillard Tobacco Co. v. Jamelis Grocery, Inc., 378 F. Supp. 2d 448, 458 (S.D.N.Y. 2005) (considering “an 
increasingly troublesome public concern” of counterfeit cigarettes and the “limited financial means” of 
the defendant).

 62  Id. 

 63 See Microsoft Corp., 549 F. Supp. 2d at 1238 (award of $100,000 per trademark was appropriate because infringe-
ment was willful and persistent, defendant failed to cooperate in the litigation, and the amount adequately com-
pensated the plaintiff for its trademarks).

 64 See, e.g., Louis Vuitton S.A. v. Lee, 875 F.2d 584, 590 (7th Cir. 1989); Innovation Ventures, LLC v. Ultimate One 
Distrib. Corp., 176 F. Supp. 3d 137, 164 (E.D.N.Y. 2016) (citing Island Software & Computer Serv., Inc. v. Microsoft 
Corp., 413 F.3d 257, 263 (2d Cir. 2005)); Philip Morris USA Inc. v. Liu, 489 F. Supp. 2d 1119, 1123 (C.D. Cal. 2007).

 65 See Chanel, Inc. v. Van Doren, No. 3:15-CV-1393-M (BF), 2016 WL 7444995, at *8 (N.D. Tex. Nov. 28, 2016) 
(granting summary judgment and finding willful infringement and counterfeiting where plaintiff requested that 
defendant stop using the mark but the defendant refused and continued to sell counterfeit goods).

 66 Innovation Ventures, LLC, 176 F. Supp. 3d at 168.

 67 Sara Lee Corp., 36 F. Supp. 2d at 168.

 68 Yahoo! Inc. v. XYZ Companies, 872 F. Supp. 2d 300, 301 (S.D.N.Y. 2011) (finding defendant’s conduct “obviously 
willful” because the counterfeit versions were “identical to Yahoo’s registered marks,” which the court described 
as “extremely well known and internationally recognizable”).
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the goods were problematic,69 where the defendant refused to question the genuineness of poorly constructed 
goods sold at bargain prices,70 where a defendant flea market operator allowed third party vendors to sell 
infringing products without investigating the vendors’ products,71 or where a website’s encryption software 
prevented the website operator from knowing that certain songs were being improperly copied.72

The Lanham Act does not provide guidance for how courts should calculate the statutory award for a 
willful violation. Some courts rely on the standard for willfulness applied to copyright claims asserted under 
the Copyright Act to determine the appropriate statutory award. Those factors are: (1) the expenses saved and 
the profits reaped; (2) the revenues lost by the plaintiff; (3) the value of the copyright; (4) the deterrent effect 
on others besides the defendant; (5) whether the defendant’s conduct was innocent or willful; (6) whether a 
defendant has cooperated in providing particular records from which to assess the value of the infringing 
material produced; and (7) the potential for discouraging the defendant.73

It remains an unsettled question in most jurisdictions whether attorneys’ fees awards under Section 
1117(a) are available to plaintiffs who elect to receive statutory damages under Section 1117(c). The Ninth 
Circuit held that a plaintiff that elects to receive statutory damages under Section 1117(c) is not entitled to 
attorneys’ fees under Section 1117(b) but declined to address the issue of whether a plaintiff that elects stat-
utory damages under Section 1117(c) may receive attorneys’ fees under Section 1117(a).74 The Second Circuit 
subsequently held that “an award of attorney’s fees is available under Section 1117(a) in ‘exceptional’ cases 
even for those plaintiffs who opt to receive statutory damages under Section 1117(c).”75 Several district courts 
have also passed on this issue.76

 69 Liu, 489 F. Supp. 2d at 1123 (defendant did not know who hired him to transport the counterfeit goods, failed to 
keep records that he would normally keep, did not question the need to store the goods in public storage units, 
and ignored a third party’s warning that the goods were problematic and that defendant should stop assisting 
with the transloading).

 70 Lee, 875 F.2d at 590.

 71 Coach, Inc. v. Goodfellow, 717 F.3d 498, 503–04 (6th Cir. 2013).

 72 In re Aimster Copyright Litigation, 334 F.3d 643, 650–51 (7th Cir. 2003).

 73 See, e.g., Innovation Ventures, LLC, 176 F. Supp. 3d at 165 (“Because the Lanham Act does not provide guidelines 
for courts to use in determining an appropriate statutory damages award, courts in the Second Circuit have 
relied on the standard for willfulness applied to copyright claims….”); CrossFit, Inc. v. Mustapha, 162 F. Supp. 3d 
46, 52 (D. Mass. 2016) (applying the same factors); Phoenix Entm’t Partners, LLC v. Liquid Monkey Lounge, Inc., 
No. SA-15-CA-00592-DAE, 2015 WL 12659927, at *4 (W.D. Texas Dec. 17, 2015) (“Courts generally consider the 
factors relevant for statutory damages in copyright infringement cases to calculate statutory damages in trade-
mark counterfeiting cases.”).

 74 K&N Eng’g, Inc. v. Bulat, 510 F.3d 1079, 1082 (9th Cir. 2007).

 75 Louis Vuitton Malletier S.A. v. LY USA, Inc., 676 F.3d 83, 111 (2d Cir. 2012).

 76 See, e.g., Blue Martini Founders, LLC v. Sadle Enters., No. 8:15-CV-29, 2016 WL 3983254, at *3 n.5 (D. Neb. July 
25, 2016) (stating in dicta that “the better- reasoned view” is that attorneys’ fees are available under Section 
1117(a) when the plaintiff elects statutory damages under Section 1117(c)); Stanley Black & Decker, Inc. v. D&L 
Elite Investments, LLC, No. 12-CV-04516-SC, 2014 WL 3728517, at *1 (N.D. Cal. July 28, 2014) (holding that 
“[t]he Second Circuit got it right in Louis Vuitton” and allowing plaintiff to recover attorneys’ fees under Section 
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Statutory Damages for Violation of Section 1125(d)(1)

Section 1125(d)(1) contemplates cyberpiracy prevention.77 It allows the owner of a mark, including a personal 
name that is considered a protected mark, to bring suit against a person who, without regard to the goods or 
services of the parties, has a bad faith intent to profit from the mark or personal name and registers, traffics 
in, or uses a domain name that satisfies one of three requirements.78 They are: (1) if the mark is distinctive 
at the time of registration of the domain name, it is identical or confusingly similar to that mark; (2) if the 
mark is a famous mark at the time of registration of the domain name, it is identical or confusingly similar 
to or dilutive of that mark; or (3) it is a trademark, word, or name protected by reason of 18 U.S.C. §706 (Red 
Cross protection) or 36 U.S.C. §220506 (Olympic Committee protection).79

Section 1125(d)(1) also provides a list of factors for courts to consider in determining whether a person 
has bad faith intent.80 Bad faith shall not be found where the defendant believed and had reasonable grounds 
to believe that the use of the domain name was a fair use or otherwise lawful.81

1117(a) upon a finding of exceptionality); Coach v. Treasure Box, Inc., No. 3:11CV468-PPS, 2014 WL 888902, at *5 
(N.D. Ind. Mar. 6, 2014) (awarding attorneys’ fees under Section 1117(a) in addition to statutory damages under 
Section 1117(c)).

 77 15 U.S.C. §1125(d)(1)(A).

 78 Id. 

 79 Id. 

 80 15 U.S.C. §1125(d)(1)(B)(i) (“(I) the trademark or other intellectual property rights of the person, if any, in the 
domain name; (II) the extent to which the domain name consists of the legal name of the person or a name that 
is otherwise commonly used to identify that person; (III) the person’s prior use, if any, of the domain name in 
connection with the bona fide offering of any goods or services; (IV) the person’s bona fide noncommercial or 
fair use of the mark in a site accessible under the domain name; (V) the person’s intent to divert consumers from 
the mark owner’s online location to a site accessible under the domain name that could harm the goodwill rep-
resented by the mark, either for commercial gain or with the intent to tarnish or disparage the mark, by creating 
a likelihood of confusion as to the source, sponsorship, affiliation, or endorsement of the site; (VI) the person’s 
offer to transfer, sell, or otherwise assign the domain name to the mark owner or any third party for financial 
gain without having used, or having an intent to use, the domain name in the bona fide offering of any goods 
or services, or the person’s prior conduct indicating a pattern of such conduct; (VII) the person’s provision of 
material and misleading false contact information when applying for the registration of the domain name, the 
person’s intentional failure to maintain accurate contact information, or the person’s prior conduct indicating a 
pattern of such conduct; (VIII) the person’s registration or acquisition of multiple domain names which the per-
son knows are identical or confusingly similar to marks of others that are distinctive at the time of registration 
of such domain names, or dilutive of famous marks of others that are famous at the time of registration of such 
domain names, without regard to the goods or services of the parties; and (IX) the extent to which the mark 
incorporated in the person’s domain name registration is or is not distinctive and famous within the meaning of 
subsection (c) of this section.”).

 81 15 U.S.C. §1125(d)(1)(B)(ii).
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For a violation of Section 1125(d)(1), a plaintiff may elect to recover statutory damages instead of actual 
damages and profits under Section 1117(a).82 A plaintiff is entitled to make that election at any time before 
the trial court renders final judgment.83 The amount of statutory damages shall be not less than $1,000 and 
not more than $100,000 per domain name that violates Section 1125(d)(1).84 The court has discretion to 
award damages within that range in an amount that the court considers just.85

Unlike statutory damages available to a plaintiff under Section 1117(c), a plaintiff may receive actual 
damages and profits under Section 1117(a) for trademark infringement, plus statutory damages for cyber-
squatting under 1117(d).86

Attorneys’ Fees
Section 1117(a) allows the court to award attorneys’ fees to the prevailing party, but only in exceptional 
cases.87 Historically, cases determined to be exceptional involved willful, deliberate, fraudulent, or mali-
cious acts of infringement.88 Courts have also awarded attorneys’ fees for frivolous or baseless litigation89 
and oppressive litigation tactics.90 Conversely, courts have deemed cases unexceptional and not awarded 

 82 15 U.S.C. §1117(d).

 83 Id. 

 84 Id. 

 85 Id. 

 86 B&F Sys., Inc. v. LeBlanc, No. 7:07-CV-192 (HL), 2012 WL 2529191, at *2, 6–7 (M.D. Ga. June 29, 2012).

 87 15 U.S.C. §1117(a).

 88 See, e.g., Earthquake Sound Corp. v. Bumper Indus., 352 F.3d 1210, 1216 (9th Cir. 2003) (“[A] case is exceptional 
within the meaning of 15 U.S.C. §1117(a) where the infringement is willful, deliberate, knowing or malicious.”); 
Tamko Roofing Products, Inc. v. Ideal Roofing Co., 282 F.3d 23, 31 (1st Cir. 2002)(“In exceptional cases, attor-
neys’ fees may be appropriate in circumstances where the acts of infringement were ‘“malicious,” “fraudulent,” 
“deliberate,” or ‘willful.”’”) (quoting S. Rep. 93-1400, at 5 (1974)); United Phosphorus Ltd. v. Midland Fumigant, 
Inc., 205 F.3d 1219, 1232 (10th Cir. 2000) (an “exceptional case” occurs when “a trademark infringement is mali-
cious, fraudulent, deliberate, or willful” and awarding attorneys’ fees where defendant deliberately relabeled an 
inferior product with plaintiff’s mark after repeated warnings to stop).

 89 See, e.g., Nightingale Home Healthcare, Inc. v. Anodyne Therapy, LLC, 626 F.3d 958, 963–66 (7th Cir. 2010) (col-
lecting cases and awarding attorneys’ fees where Lanham Act claim was meritless and brought only to coerce a 
price reduction from the defendant).

 90 See, e.g., Securacomm Consulting, Inc. v. Securacom, Inc., 224 F.3d 273, 282 (3d Cir. 2000) (awarding attorneys’ 
fees where the defendant deliberately used the litigation to bury a competitor and “take everything he had” by 
filing multiple suits and complaints).
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attorneys’ fees where the prevailing party failed to show any harm because of the infringement.91 Even after 
deeming a case “exceptional,” the court still has discretion to deny attorneys’ fees.92

However, a recent Supreme Court decision has significantly altered this analysis. The Patent Act, 35 
U.S.C. §285, contains an identical fee shifting provision to the Lanham Act.93 It, too, provides that that “[t]he 
court in exceptional cases may award reasonable attorney fees to the prevailing party.”94 The Supreme Court 
in Octane Fitness, LLC v. ICON Health & Fitness, Inc. reexamined what constitutes an “exceptional case” 
under the Patent Act.95 The Supreme Court rejected the then- existing test for fee shifting, which found a case 
to be exceptional only “‘when there has been some material inappropriate conduct,’ or when the litigation 
is both ‘brought in subjective bad faith’ and ‘objectively baseless.’”96 The Court held that test to be “unduly 
rigid” and impermissibly encumbering of the district court’s statutory grant of discretion.97 Rather, the 
Court held, an “exceptional” case is “simply one that stands out from others with respect to the substantive 
strength of a party’s litigating position (considering both the governing law and the facts of the case) or the 
unreasonable manner in which the case was litigated.”98 Factors to be considered include “frivolousness, 
motivation, objective unreasonableness (both in factual and legal components of the case) and the need in 
particular circumstances to advance considerations of compensation and deterrence.”99

In the Octane Fitness opinion, Justice Sonia Sotomayor cited without elaboration a Lanham Act case in 
the Court’s analysis of “exceptionality.”100 The resulting question is whether that new standard for excep-
tionality under the Patent Act also applies to the identical statutory language of the Lanham Act. Thus far, 
the answer varies across jurisdictions, but there is a clear trend in the most recent decisions towards imple-
menting the Octane Fitness standard in Lanham Act cases to determine whether the case is “exceptional.”101 

 91 See, e.g., Hindu Incense v. Meadows, 692 F.2d 1048, 1052 (6th Cir. 1982) (plaintiff’s admission that there were no 
lost sales due to the infringement “generally makes the case unexceptional for purposes of awarding fees under 
§1117”); Health Indus., Inc. v. European Health Spas, 489 F. Supp. 860, 869 (D.S.D. 1980) (finding the case unex-
ceptional where “[n]o claim has been made by plaintiff that any damages were sustained”).

 92 See, e.g., Jellibeans, Inc. v. Skating Clubs of Georgia, Inc., 716 F.2d 833, 846–47 (11th Cir. 1983)(“Even if the court 
determines the case to be exceptional, the decision to award attorney fees is still within the court’s discretion.”) 
(citing Donsco, Inc. v. Casper Corp., 587 F.2d 602, 608 (3d Cir. 1978) and Safeway Stores, Inc. v. Safeway Discount 
Drugs, Inc., 675 F.2d 1160, 1169 (11th Cir. 1982)).

 93 Compare 15 U.S.C. §1117(a) with 35 U.S.C. §285.

 94 35 U.S.C. §285.

 95 Octane Fitness, LLC v. ICON Health & Fitness, Inc., 134 S. Ct. 1749 (2014).

 96 Id. at 1752 (quoting the test created in Brooks Furniture Mfg., Inc. v. Dutailier Int’l, Inc., 393 F.3d 1378 (Fed. 
Cir. 2005)).

 97 Id. at 1755.

 98 Id. at 1756.

 99 Id. at 1756 n.6 (quoting Fogerty v. Fantasy, Inc., 510 U.S. 517, 534 n.19).

 100 Id. (citing Noxell Corp. v. Firehouse No. 1 Bar-B-Que Rest., 771 F.2d 521, 526 (C.A.D.C. 1985)).

 101 See, e.g., Roar, LLC v. Roar Global Limited, No. 2:15-cv-05865-ODW(AFM), 2016 WL 7115902, at *7 (C.D. Cal. 
Dec. 5, 2016) (applying Octane Fitness standard to Lanham Act case without further explanation); True Manu-
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The Third Circuit “imported” the Octane Fitness test into its interpretation of the Lanham Act.102 The Fourth 
Circuit has adopted the Octane Fitness standard for Lanham Act cases and expanded on that test with three 
circumstances where a court may deem a case exceptional.103 The Fifth Circuit “merged” the Octane Fitness 
standard into its own interpretation of Section 1117(a).104 The Sixth Circuit stated in dictum that the Octane 
Fitness standard may apply to Lanham Act cases but ultimately remanded the case to the district court to 
consider whether Octane Fitness should apply.105 The Ninth Circuit also embraced Octane Fitness in Lanham 
Act cases, instructing courts to analyze a request for fees by examining the totality of the circumstances and 
“exercising equitable discretion in light of the nonexclusive factors identified in Octane Fitness and Fogerty v. 
Fantasy, Inc., 510 U.S. 517 (1994)].”106

Other courts, including the Second Circuit, have simply avoided the issue by holding the party seeking 
fees failed under even the lower Octane Fitness standard to show that the case is exceptional, thereby avoid-
ing the need to decide the applicable test.107

While some district courts originally rejected the Octane Fitness standard in Lanham Act cases, those 
cases were decided soon after Octane Fitness and appeared to be waiting for further guidance.108

facturing Co. v. Christopher Boys, No. 6:16-cv-634-Orl-37GJK, 2016 WL 7030407, at *2 (M.D. Fla. Dec. 2 2016) 
(“In light of the almost identical fee- shifting provisions under the Lanham and Patent Acts… [the court] will 
apply the Octane Fitness standard here.”).

 102 Fair Wind Sailing, Inc. v. Dempster, 764 F.3d 303, 315 (3d Cir. 2014).

 103 See Exclaim Mktg., LLC v. DirecTV, LLC, No. 15-2339, 2016 WL 7479315, at *7–8 (4th Cir. Dec. 29, 2016) (holding 
that district court properly applied the Octane Fitness standard as expounded upon in Georgia- Pacific Consumer 
Prods. LP v. von Drehle Corp., 781 F.3d 710 (4th Cir. 2015)).

 104 See Baker v. DeShong, 821 F.3d 620, 625 (5th Cir. 2016) (adopting Octane Fitness in Lanham Act case and creating 
a two part test for an exceptional case: (1) in considering both governing law and the facts of the case, the case 
stands out from others with respect to the substantive strength of a party’s litigating position; or (2) the unsuc-
cessful party has litigated the case in an unreasonable manner).

 105 Slep-Tone Entm’t Corp. v. Karaoke Kandy Store, Inc., 782 F.3d 313, 317–18 (6th Cir. 2015).

 106 See Anhing Corp. v. Viet Phu, Inc., No. 14-56664, 2016 WL 6561499, at *2 (9th Cir. Nov. 4, 2016) (citing SunEarth 
v. SunEarth Solar Power, 839 F.3d 1179 (9th Cir. 2016), and remanding to reconsider under the new standard).

 107 See Penshurst Trading Inc. v. Zodax L.P., 652 Fed. Appx. 10, 11–12 (2d Cir. 2016) (“We have not yet decided 
whether [Octane Fitness] applies in the context of the Lanham Act, but we need not do so here.”); A.L.S. Enters., 
Inc. v. Robinson Outdoor Products, LLC, No. 1:14-CV-500, 2017 WL 393307, at *11 (W.D. Mich. Jan. 30, 2017) 
(“The court need not decide whether the Octane Fitness standard applies because, even under that lower stan-
dard, [plaintiff] has failed to show that the instant case is exceptional for purposes of §1117(a).”); Seed v. Jarrow 
Formulas, Inc., No. 3:13-cv-82-CRS-CHL, 2016 WL 6824401, at *3 (W.D. Ky. Nov. 17, 2016) (same).

 108 See, e.g., Romag Fasteners, Inc. v. Fossil, Inc., No. 3:10cv1827 (JBA), 2014 WL 4073204, at *5 (D. Conn. Aug. 14, 
2014) (“[T]he Second Circuit cases interpreting the fee provision of the Lanham Act remain good law and repre-
sent binding precedent on this Court.”).
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Where attorneys’ fees are awarded, those fees may include the cost of local counsel,109 in house counsel 
fees,110 investigators’ fees,111 and computerized legal research costs.112 Paralegal work is recoverable only to 
the extent that the paralegal performs work traditionally done by an attorney, and clerical or secretarial work 
is not separately recoverable.113 The fee shifting provision of Section 1117(a) does not also appear to allow the 
shifting of expert witness fees.114

Costs
Section 1117(a) allows a successful plaintiff to recover its costs of the action.115 Like all damages allowable 
under Section 1117(a), whether to award costs, and the types of costs to award, are within the court’s discre-
tion subject to the principles of equity.116 Courts generally award costs to a prevailing party in Lanham Act 

 109 See, e.g. Nintendo of Am. v. NTDEC, 822 F. Supp. 1462, 1466 (D. Ariz. 1993) (awarding attorneys’ fees for local 
counsel in addition to primary counsel).

 110 See, e.g., JTH Tax, Inc. v. H&R Block Eastern Tax Servs., Inc., 128 F. Supp. 2d 926, 947 (E.D. Va. 2001) (vacated 
in part on other grounds) (awarding attorneys’ fees under Section 1117(a) to in-house counsel as well as outside 
counsel); see also Municipal Credit Union v. Queens Auto Mall, Inc., 126 F. Supp. 3d 290, 299 (E.D.N.Y. 2015) 
(where plaintiff’s legal team was in-house, the court awarded attorneys’ fees at the rate that counsel would have 
earned if they were acting as outside counsel).

 111 See, e.g., Innovation Ventures, LLC, 176 F. Supp. 3d at 163–64 (collecting cases and holding that private investor’s 
fees are recoverable in trademark cases as part of an award of attorneys’ fees); Louis Vuitton S.A. v. Downtown 
Luggage Ctr., 706 F. Supp. 839, 842 (S.D. Fla. 1988) (awarding investigatory fees under fee- shifting provision 
found in §1117(b)).

 112 See, e.g., Tri-Star Pictures, Inc. v. Unger, 42 F. Supp. 2d 296, 306 (S.D.N.Y. 1999) (“[C]om puter research is merely 
a substitute for an attorney’s time that is compensable under an application for attorneys’ fees.”) (quoting U.S. 
v. Merritt Meridian Constr. Corp., 95 F.3d 153, 173 (2d Cir. 1996)); see also BASF Corp. v. Old World Trading 
Co., 839 F. Supp. 528, 534 (N.D. Ill. 1993) (finding that legal research costs are recoverable as attorneys’ fees, 
but holding that costs for the design and construction of a system that allowed attorneys to locate documents 
more efficiently were not recoverable); but see Irwin Indus. Tool Co. v. Worthington Cylinders Wisc., LLC, 747 F. 
Supp. 2d 568, 597–98 (W.D.N.C. 2010) (noting that the “majority of circuit courts have concluded that [electronic 
research] expenses are recoverable” as part of an attorneys’ fee award, but nonetheless declining to award those 
expenses because Westlaw and Lexis commonly charge firms a flat monthly fee for unlimited access, as opposed 
to charging by the minute based on a particular client).

 113 Pelc v. Nowak, No. 8:11-CV-79-T-17TGW, 2013 WL 3771233, at *4 (M.D. Fla. July 17, 2013).

 114 BASF Corp., 839 F. Supp. at 531.

 115 15 U.S.C. §1117(a).

 116 See id.; see, e.g., Frostie Co. v. Dr. Pepper Co., 361 F.2d 124, 127 (5th Cir. 1966) (“[C]osts and disbursements may 
or may not be granted by the trial court in its discretion.”); Dick’s Sporting Goods, Inc. v. Dick’s Clothing & 
Sporting Goods, Inc., 12 F. Supp. 2d 499, 500 (D. Md. 1998) (“The award of monetary damages, attorney fees and 
costs under the Lanham Act is committed to the sound discretion of the Court, based on the equities of each 
particular case”); A&H Sportswear Co., 967 F. Supp. at 1482 (denying costs based on a lack of intent and circum-
stances of the case).
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cases.117 Some courts require a finding of willfulness before awarding costs.118 Where each party is partially 
successful, the costs of the action may be divided between them.119 Costs are recoverable even if the plaintiff 
did not sustain any damages.120

A prevailing party in a Lanham Act action may recover as costs, for example, its filing fees, costs related 
to service of process, photocopying costs, courier services, transportation, regular and express mail, and long 
distance telephone charges.121 Many courts use the costs set forth under 28 U.S.C. §1920 as a non- exhaustive 
list of costs that are recoverable under Section 1117(a).122 Those costs include: (1) fees of the clerk and mar-
shal; (2) fees for printed or electronically recorded transcripts necessarily obtained for use in the case; (3) fees 
and disbursements for printing and witnesses; (4) fees for exemplification and the costs of making copies of 
any materials where the copies are necessarily obtained for use in the case; (5) docket fees under 28 U.S.C. 
§1923; and (6) compensation of court appointed experts, compensation of interpreters, and salaries, fees, 
expenses, and costs of special interpretation services under 28 U.S.C. §1828.123 However, at least one court has 
held that costs recoverable to a prevailing party under Section 1117(a) are limited to those specified in Section 
1920.124

Conclusion
Plaintiffs in Lanham Act cases have a number of options for monetary relief; however, the application of 
these options turns on the facts and circumstances in each individual case.

 117 Gen. Nutrition Inv. Co. v. Gen. Vitamin Ctrs., Inc., 817 F. Supp. 2d 66, 77 (E.D.N.Y. 2011).

 118 See, e.g., Platypus Wear, Inc. v. Bad Boy Club, Inc., No. 08-02662(NLH)(AMD), 2009 WL 2147843, at *8 (D.N.J. 
July 15, 2009) (“Plaintiff is also entitled to recover costs it incurred in this action, including filing fees, photo-
copying fees, and postage expenses, if there is a finding of willfulness.”).

 119 Browning King Co. of N.Y. v. Browning King & Co., 76 F. Supp. 927, 933 (E.D. Pa. 1948).

 120 See Warehouse Rest., Inc. v. Customs House Rest., Inc., No. C-80-3054, 1982 WL 51043, at *11 (N.D. Cal. June 17, 
1982); Health Indus., Inc. v. European Health Spas, 489 F. Supp. 860, 869 (D.S.D. 1980).

 121 See, e.g., Chanel, Inc. v. P’ships & Unincorporated Assocs. Identified in Schedule A, No. H-12-02085, 2013 WL 
5425252, at *5 (S.D. Tex. Sept. 26, 2013) (allowing costs necessary for client representation including filing fees, 
photocopying, telephone calls, service of process, regular and express mail); Gen. Nutrition Inv. Co., 817 F. Supp. 
2d at 76 (allowing costs related to service of process, photocopying costs, courier services, transportation, and 
long distance telephone charges).

 122 See, e.g., Belk, Inc. v. Meyer Corp., U.S., No. 3:07-CV-168-DSC, 2010 WL 3474918, at *8–9 (W.D.N.C. Aug. 31, 2010) 
(holding that the costs set forth in 28 U.S.C. §1920 are recoverable under Section 1117(a))(citing PETA v. Dough-
ney, 263 F.3d 359, 371 (4th Cir. 2001)); Protection One Alarm Monitoring, Inc. v. Exec. Protection One Sec. Serv., 
LLC, 553 F. Supp. 2d 201, 210 (E.D.N.Y. 2008) (same); World Triathlon Corp. v. Dunbar, 539 F. Supp. 2d 1270, 1290 
(D. Haw. 2008) (awarding costs under 28 U.S.C. §1920 and then evaluating all other costs that are not allowable 
under that section under §1117(a)).

 123 28 U.S.C. §1920.

 124 Powerhouse Marks, LLC v. Chi Hsin Impex, Inc., 463 F. Supp. 2d 733, 740 (E.D. Mich. 2006).
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Injunctive Relief in 
Trademark Cases

By April Besl

I njunctive relief in the context of trademark cases—the preventing of someone from using a specified 
trademark—is an extraordinary remedy only granted where monetary remedies are insufficient.1 Though 

it requires a trademark owner to meet a high burden, injunctive relief is frequently sought in cases for trade-
mark infringement, trademark dilution, and unfair competition under the Lanham Act, sometimes as the 
only remedy. This is due, in large part, to the versatile nature of trademark injunctions, which flows as a 
direct result of the Lanham Act granting courts broad discretionary power.2

The Lanham Act empowers courts to grant injunctions “according to the principles of equity and upon 
such terms as the court may deem reasonable” to prevent the infringement of a trademark (whether or not reg-
istered), unfair competition, false designation of origin, trademark dilution, or any other claim under the Lan-
ham Act.3 Courts have discretion to tailor an injunction, whether preliminary or permanent in nature, to the 
individual facts of each case. The most common form of injunction is one that requires an infringer to cease all 
infringing activity. However, courts can also grant injunctions that require the alleged infringer to take affir-
mative steps, including issuing corrective advertising, adding disclaimers to marketing materials, destroying 
goods bearing the infringing mark, modifying the infringing mark, or even restricting the alleged infringer’s 
use of the mark to certain industries, geographical locations, or subject to other appropriate limitations.4

 1 ikumura v. Hurley, 242 F.3d 950, 955 (10th Cir. 2001); Winter v. Natural Resources Defense Council, Inc., 555 U.S. 
7, 22 (2008).

 2 Burger King Corp. v. Mason, 855 F.2d 779, 780–81 (11th Cir. 1988) (holding that a court has a wide scope of dis-
cretion to determine the proper relief due an injured party).

 3 15 U.S.C. §1116.

 4 Frisch’s Rests., Inc. v. Elby’s Big Boy of Steubenville, Inc., 670 F.2d 642, 650–51 (6th Cir. 1982) (affirming entry 
of injunction requiring corrective advertising); Westchester Media Co. L.P. v. PRL United States Holdings, No. 
H-97-3278, 2001 WL 34109374, at *9 (S.D. Tex. Oct. 23, 2001) (court crafted disclaimer with different guide-
lines based on positioning and media on which mark were used); Starbuzz Tobacco, Inc. v. Melnick, No. SA 
CV 15-0224-DOC (RNBx), 2015 WL 12656925, at *7 (C.D. Cal. July 31, 2015) (injunction ordered destruction of 
all items bearing the infringing mark or any confusingly similar variations); Stark v. Diageo Chateau & Estate 
Wines Co., 907 F. Supp. 2d 1042, 1045 (N.D. Cal. 2012) (injunction limited infringer’s to that outside of specified 
geography); Am. Ass’n for the Advancement of Sci. v. Hearst Corp., 498 F. Supp. 244, 265 (D.D.C. 1980) (injunc-
tion restricted defendant from “[p]ub lish ing its magazine with undue prominence given to the word “Science” or 
with the word “Digest” occupying less than seventy- five (75) percent of the area occupied by the word “Science” 
on the cover of the magazine or anywhere else that the title is presented or displayed”).

PART II: TRADEMARKS
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Trademark Injunctive Relief Generally
There are three main forms of injunctive relief that a trademark owner can obtain: (1) temporary restraining 
orders; (2) preliminary injunctions; and (3) permanent injunctions. Temporary restraining orders and pre-
liminary injunctions have limited durations, tied to the federal rules or the duration of the litigation at issue. 
Permanent injunctions though are often perpetual in nature, particularly where the nature of the injunction 
is to forbid any further infringement by the offending party.

Regardless of the temporary or permanent nature of the injunction, the sanction for violating any 
injunctive relief order can be quite severe. If, through the filing of a civil contempt proceeding, an aggrieved 
trademark owner is able to establish by clear and convincing evidence that an injunction order has been vio-
lated,5 the infringer may face the burden of paying monetary fines and reimbursing the trademark owner for 
costs associated with bringing the contempt proceeding.6 In extreme cases, infringers may even be subject 
to incarceration for their contemptuous conduct.7 To avoid these consequences, infringers must demonstrate 
that they took every reasonable step to try to comply with the injunctive order, and show why they were 
unable to do so.8 There is no good faith exception to the requirement of obedience to a court order, whether 
preliminary or permanent.9 Therefore, injunction orders, whether derived from temporary restraining 
orders, preliminary injunctions, or permanent injunctions, are powerful enforcement tools for trademark 
owners, both during and after litigation, and courts must grant them with care.

With this in mind, let us now turn to each type of injunctive relief available in trademark disputes and 
take a further look.

Temporary Restraining Orders

A temporary restraining order, commonly referred to as a TRO, is a form of injunctive relief a party can 
request in the earliest stages of litigation. A temporary restraining order can provide immediate relief to the 
trademark owner by prohibiting further use of the trademark by the alleged infringer at the start of the case. 
However, given the potential impact on an alleged infringer and the absence of a full hearing on the merits, 
courts treat such requests with extreme caution.10 The overall purpose of a temporary restraining order is to 
preserve the status quo and prevent irreparable harm, but only for so long as is necessary to hold a hearing.11

 5 Durlach v. Durlach, 359 S.C. 64, 71, 596 S.E.2d 908, 912 (2004); Shillitani v. United States, 384 U.S. 364, 370, (1966).

 6 18 U.S.C. §401 (“A court of the United States shall have power to punish by fine or imprisonment, or both, at its 
discretion, such contempt of its authority…”); Whetstone v. Whetstone, 309 S.C. 227, 420 S.E.2d 877 (Ct. App. 
1992) (awarding attorneys’ fees incurred as a result of contempt of order).

 7 18 U.S.C. §401.

 8 FTC v. Affordable Media, LLC, 179 F.3d 1228, 1239 (9th Cir. 1999).

 9 Stone v. San Francisco, 968 F.2d 850, 856 (9th Cir. 1992); In re Crystal Palace Gambling Hall, Inc., 817 F.2d 1361, 
1365 (9th Cir. 1987).

 10 People ex rel. Hartigan v. Peters, 871 F.2d 1336, 1346 (7th Cir. 1989) (in denying a party’s motion for a temporary 
restraining order the court noted that the relief sought was an “extraordinary and drastic remedy to be exercised 
with great caution”) (citations omitted).

 11 Granny Goose Foods, Inc. v. Brotherhood of Teamsters & Auto Truck Drivers Granny Goose Foods, Inc., 415 
U.S. 423, 439 (1974) (temporary restraining orders “should be restricted to serving their underlying purpose of 
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Unlike preliminary or permanent injunctions, temporary restraining orders have extremely short dura-
tions, and courts can grant them without notice to the alleged infringer.12 A temporary restraining order may 
last up to 14 days, but the court can extend for good cause prior to this expiration.13 Any extension may only 
be for a like period, unless the adverse party consents to a longer extension.14 Courts may convert temporary 
restraining orders granted with notice to the alleged infringer into preliminary injunctions where appropri-
ate.15 If a court issues a temporary restraining order without notice, the Federal Rules of Civil Procedure pro-
vide that the movant must proceed with a motion for a preliminary injunction and the motion must be set 
for hearing at the earliest possible time.16 Failure by the party who obtained the temporary restraining order 
to proceed with a motion for preliminary injunction will result in the court dissolving the order.17

Obtaining a temporary restraining order without notice to the alleged infringer imposes on the request-
ing party stricter procedural requirements than obtaining one with notice. Courts are more likely to grant ex 
parte temporary restraining orders where the alleged infringer is unknown or cannot be located in time for a 
hearing.18 However, courts are extremely hesitant to issue temporary restraining orders without notice where 
such notice is possible and, as a result, have only recognized a “narrow band of cases” in which such an order 
is appropriate.19

Rule 65 of the Federal Rules of Civil Procedure provides that a court can only issue a temporary restrain-
ing order without notice if two requirements can be satisfied:

• specific facts in an affidavit or a verified complaint clearly show that immediate and irreparable 
injury, loss, or damage will result to the movant before the adverse party can be heard in opposi-
tion; and

preserving the status quo and preventing irreparable harm just so long as is necessary to hold a hearing, and no 
longer”); Fed. R. Civ. P. 65(b).

 12 See generally Moore’s Federal Practice 3d § 65.31 (TROs are an “extraordinary remedy that differs from a prelim-
inary injunction in terms of duration, procedural requirements, and appealability”); see also Starbuzz Tobacco, 
Inc. v. Namou, No. 13CV1539-MMA (KSC), 2013 WL 3353851, at *2–4 (S.D. Cal. July 2, 2013) (court denied 
motion for a TRO without notice citing to its rigorous requirements of proof and noting such ex parte relief runs 
counter to “our entire jurisprudence”).

 13 Fed. R. Civ. P. 65(b)(2).

 14 Id. 

 15 See, e.g., Holiday Inns, Inc. v. 800 Reservation, Inc., 838 F. Supp. 1247, 1249 (E.D. Tenn. 1993) (after hearing on 
preliminary injunction, court converted the temporary restraining order into a preliminary injunction).

 16 Fed. R. Civ. P. 65(b)(3).

 17 Id. 

 18 Am. Can Co. v. Mansukhani, 742 F.2d 314, 322 (7th Cir. 1984) (ex parte temporary restraining order may be 
appropriate where notice to adverse party is impossible).

 19 Reno Air Racing Ass’n v. McCord, 452 F.3d 1126, 1131 (9th Cir. 2006); see also Am. Can., 742 F.2d at 322 (where 
notice is possible ex parte temporary restraining orders are only proper where notice would render further pros-
ecution of the action fruitless); In the Matter of Vuitton et Fils S.A., 606 F.2d 1, 5 (2d Cir. 1979) (where alleged 
infringer is likely to dispose of infringing goods before a hearing, temporary restraining order without notice 
is appropriate).
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• the movant’s attorney certifies in writing any efforts made to give notice and the reasons why it 
should not be required.20

Thus, the threshold analysis as to whether a court can grant a temporary restraining order without notice to 
the alleged infringer is the immediacy of the irreparable harm to the trademark owner that justifies action 
without a hearing. The nature of the harm must be more than just speculative to justify the granting of a 
temporary restraining order. As such, the individual facts of each case will be controlling.21

For example, in Acumen Enterprises, Inc. v. Morgan, Acumen sought a temporary restraining order 
without notice against Morgan in a suit for trademark infringement, unfair competition, and a violation 
of the Anti- Cybersquatting Protection Act.22 Morgan had registered the domain name accumenenterpries.
com and soon began intercepting emails intended for Acumen, to which he would often respond impolitely.23 
Acumen argued that a temporary restraining order without notice to Morgan was necessary because, if Mor-
gan received notice, he could transfer ownership of the domain name to a third party, requiring Acumen to 
file more lawsuits to stop the infringement.24 Acumen also claimed its goodwill in the ACUMEN mark would 
suffer harm absent a temporary restraining order because of Morgan’s abrasive emails to Acumen’s business 
contacts.25 The court, however, was unpersuaded by Acumen’s argument due to the speculative nature of 
the immediate harm claimed by Acumen.26 While it was possible Morgan would transfer ownership of the 
domain name to a third party and force additional litigation if he were notified of the lawsuit, it was just as 
possible Morgan would respond to notice of Acumen’s lawsuit reasonably.27 Accordingly, the Northern Dis-
trict of Texas refused to grant the temporary restraining order without notice because Acumen had failed to 
provide sufficient proof of immediacy of harm to justify the imposition of the order without notice.28

In contrast is the case of Abercrombie v. A4bag.com, where Abercrombie successfully set forth a showing 
of immediate harm to justify imposition of a temporary restraining order against multiple defendants with-
out notice.29 In this case, Abercrombie sued a number of related partnerships and unincorporated associa-
tions after discovering these entities were counterfeiting Abercrombie’s goods and selling them online.30 In 
investigating these entities, Abercrombie hired private investigators that purchased counterfeit goods from 

 20 Fed. R. Civ. P. 65(b)(1).

 21 Holland Am. Ins. Co. v. Succession of Roy, 777 F.2d 992, 997 (5th Cir. 1985) (holding that “[s]pec u lative injury is 
not sufficient; there must be more than an unfounded fear”); Sports Design & Dev. v. Schoneboom, 871 F. Supp. 
1158, 1164 (N.D. Iowa 1995) (possible or speculative harm not enough).

 22 Acumen Enters. v. Morgan, No. 3:11-CV-619-L, 2011 WL 1227781, at *1 (N.D. Tex. Mar. 29, 2011).

 23 Id. at *1.

 24 Id. at *3

 25 Id. 

 26 Id. at *3.

 27 Id. 

 28 Id. 

 29 Abercrombie & Fitch Trading Co. v. A4bag.com, No. 12-23725-CIV-LENARD, 2012 WL 12869276, at *1 (S.D. Fla. 
Oct. 24, 2012).

 30 Id. 
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over 20 websites that were linked to over 20 email addresses and PayPal accounts.31 Abercrombie argued a 
temporary restraining order without notice was necessary because the defendants’ activities caused irrep-
arable injury by impairing Abercrombie’s ability to control the manner in which their trademarks appear 
to consumers.32 The Southern District of Florida agreed, finding that providing notice to these defendants 
would allow them the opportunity to funnel any consumer traffic from their current websites to new 
domains and allow them to continue selling counterfeit products to the detriment of Abercrombie.33

While it might appear that the threat of immediate harm in Abercrombie was just as “speculative” as 
that in Acumen, there are key differences in the facts that likely swayed the court. The threat of harm alleged 
in Acumen was the potential that the defendant would engage in an action unrelated to his alleged infringing 
behavior (e.g., selling the domain to a third party), whereas the threat in Abercrombie was that the defen-
dants would continue their counterfeiting simply by expanding their vast network of domains, emails, and 
accounts. Such a threat in Abercrombie was clearly less speculative given the alleged activities of the defen-
dants to that point.

Accordingly, trademark owners seeking a temporary restraining order without notice should carefully 
review the facts of their claim and detail the specific facts that support a finding of immediate harm. No such 
showing will be required by trademark owners seeking a temporary restraining order with notice. In those 
cases, the trademark owner only need submit evidence sufficient to satisfy the four-part test discussed at 
length below.

Preliminary Injunctions

Similar to a temporary restraining order, a preliminary injunction can also allow for quick relief to a trade-
mark owner from allegedly infringing conduct. Through a preliminary injuction, a trademark owner is able 
to prohibit ongoing infringement of the asserted trademark during the duration of the lawsuit. As with a 
temporary restraining order, the goal of a preliminary injunction is to preserve the status quo and prevent 
further harm to the trademark owner pending trial on the merits.34 Because of the potential impact to an 
alleged infringer, parties seeking a preliminary injunction must show a “likelihood of success on the merits” 
before issuance of such an order.35

The actual filing of a motion for a preliminary injunction can often be a tactical question for attorneys 
handling a case, beyond simply stopping the purported harm to the trademark owner. The early filing of a 
motion for preliminary injunction can have positive impacts on discovery and settlement. Such a filing may 

 31 Id. at *2–3.

 32 Id. at *1.

 33 Id. at *7.

 34 CMM Cable Rep., Inc. v. Ocean Coast Properties, Inc., 48 F.3d 618, 620 (1st Cir. 1995) (“purpose of a preliminary 
injunction is to preserve the status quo”); Omega World Travel, Inc. v. Trans World Airlines, 111 F.3d 14, 16 (4th 
Cir. 1997).

 35 Scotts Co. v. United Indus. Corp., 315 F.3d 264, 285 (4th Cir. 2002) (stressing the importance of a showing of like-
lihood of success on the merits); Gateway E. Ry. v. Terminal R.R. Ass’n of St. Louis, 35 F.3d 1134, 1137 (7th Cir. 
1994) (when moving for a preliminary injunction, the moving party must, as a threshold matter, establish it has 
some likelihood of success on the merits).
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lead to the early discovery of information or documents from alleged infringers that may have a significant 
impact on the possibility of an early settlement. On the other hand, given the high burden placed upon mov-
ing parties to demonstrate a “likelihood of success on the merits” early on in the litigation, the denial of a 
motion for preliminary injunction can indicate the ultimate outcome of the case to the detriment of the mov-
ing party, which may also impact settlement negotiations or any attempted alternative dispute resolution.

Additionally, because injunctive relief is an equitable remedy, it is subject to equitable defenses. Any 
action inconsistent with a finding of irreparable harm or the goal of preserving the status quo may bar pre-
liminary relief, such as any extensive delays in suing the alleged infringer. The Second Circuit aptly summa-
rized this perspective in Citibank. v. Citytrust:

Preliminary injunctions are generally granted under the theory that there is an urgent need for speedy 
action to protect the plaintiffs’ rights. Delay in seeking enforcement of those rights, however, tends to 
indicate at least a reduced need for such drastic, speedy action.36

Therefore, practitioners considering the possibility of bringing a motion for preliminary injunction should 
not only carefully review the facts of the case and the potential impact on the litigation itself, but also any 
delay on the part of the trademark owner in asserting infringement.

Permanent Injunctions

Traditionally, the permanent injunction has been the remedy of choice for the aggrieved party in false adver-
tising, trademark infringement, unfair competition, and trademark dilution cases.37 As the name suggests, 
these injunctions seek to dispose of infringing action permanently. Consequently, courts will only grant a 
permanent injunction after the conclusion of a trial or other disposition on the merits of the case.38 Often, if 
a party is successful in obtaining a preliminary injunction in the earlier stages of trial, a court may convert a 
preliminary injunction into a permanent injunction as long as it expressly recasts its findings to support the 
entry of permanent injunction.39

While a court- ordered permanent injunction upon the conclusion of a hearing is the most common form 
of permanent injunctions, it is not the only form. Parties may agree and consent to permanent injunctions 
by consent judgments or decrees, whereby the parties memorialize their agreement for an injunction against 
certain, specified conduct and the court adopts this agreement in an injunctive order.40 For any future dis-
putes, the court will review the consent judgment or decree as if it were a contract, and the specific language 

 36 Citibank, N.A. v. Citytrust, 756 F.2d 273, 276 (2d Cir. 1985).

 37 Restatement (Third) of Unfair Competition, Chapter 3, Topic 6, §35 comment b (Am. Law Inst. 1995).

 38 Lermer Germany GmbH v. Lermer Corp., 94 F.3d 1575, 1577 (Fed. Cir. 1996).

 39 Mister Softee, Inc. v. Amanollahi, No. 2:14-CV-01687(KM)(JBC), 2016 WL 5745105, *8–11 (D.N.J. Sep. 30, 2016); 
Ciba-Geigy Corp. v. Bolar Pharm. Co., Inc., 747 F.2d 844, 847 (3d Cir. 1984).

 40 Premium Nutritional Prods. v. Ducote, 571 F. Supp. 2d 1216, 1217 (D. Kan. 2008); World’s Finest Chocolate, Inc. 
v. World Candies, Inc., 409 F. Supp. 840, 843 (N.D. Ill. 1976); Manhattan Indus. v. Sweater Bee by Banff, Ltd., 885 
F.2d 1, 2 (2d Cir. 1989); Mamma Mia’s Trattoria, Inc. v. Original Brooklyn Water Bagel Co., 768 F.3d 1320, 1323 
(11th Cir. 2014).



Remedies in Intellectual Property Cases   Trademarks: Injunctive Relief   85

and terms will control.41 Therefore, careful drafting of the terms and consideration of the potential impact in 
the future is important for both the trademark owner and the alleged infringer.

While some would prefer to rely on confidential settlement agreements rather than consent judgments 
or decrees, these consensual court orders can be a beneficial tool for trademark owners because they create a 
public record of enforcement that the trademark owner can use against future potential infringers to show a 
pattern of enforcement and success.

The Four-Part Test for Injunctive Relief
An injunction is an extraordinary remedy, and courts will only grant them where monetary remedies are 
insufficient.42 As such, when examining whether to grant injunctive relief in trademark cases, whether via a 
temporary restraining order, a preliminary injunction, or a permanent injunction, courts rely upon a four-
part test to determine if an injunction is appropriate under the facts of each case.

The analysis of the four-part test embodies fairness, not only for the aggrieved party, but also for the 
alleged infringer.43 Thus, courts modify the test slightly depending upon how and when the trademark 
owner seeks the requested relief. As discussed below, courts will modify the four-part test if the request for 
injunctive relief is made for a temporary period of time (i.e., by the filing of a motion for restraining order or 
motion for preliminary injunction) or permanently (i.e., by the filing of a motion for permanent injunction). 
Additionally, the test differs slightly across the various circuits, though the basic framework and analysis 
remain essentially the same.

The Test for a Temporary Restraining Order or Preliminary Injunction

Where a party is seeking a temporary restraining order or preliminary injunction, the traditional elements 
of the test are as follows:

1. a likelihood of success on the merits of the case;

2. the balance of harm favors the movant;

3. the public interest favors granting the injunction; and

4. irreparable harm.44

 41 United States v. ITT Cont’l Baking Co., 420 U.S. 223, 238 (1975) (“[A] consent decree or order is to be construed 
for enforcement purposes basically as a contract.”); U.S. ex rel. Anti- Discrimination Ctr. of Metro New York, Inc. 
v. Westchester Cnty., N.Y., 712 F.3d 761, 767 (2d Cir. 2013) (citation omitted).

 42 Loveridge v. Pendleton Woolen Mills, Inc., 788 F.2d 914, 918 (2d Cir 1986) (where money damages are available, 
there is no irreparable injury, and preliminary injunctive relief must be denied); FHR TB, LLC v. TB Isle Resort, 
LP, 865 F. Supp. 2d 1172, 1212 (S.D. Fla. 2011) (citing Loveridge, 788 F.2d at 917) (ability of a plaintiff to recover 
money damages precludes a finding of irreparable harm); Modern Computer Sys., Inc. v. Modern Banking Sys., 
Inc., 871 F.2d 734, 738 (8th Cir. 1989) (holding where there is an adequate remedy at law, a preliminary injunc-
tion is not appropriate).

 43 Lawson Prods., Inc. v. Avnet, Inc., 782 F.2d 1429, 1435 (7th Cir. 1986) (injunctive relief analysis must be guided 
by fairness).

 44 See, e.g., Munaf v. Geren, 553 U.S. 674, 689–690 (2008); Amoco Production Co. v. Gambell, 480 U.S. 531, 542 
(1987); Weinberger v. Romero- Barcelo, 456 U.S. 305, 311–12 (1982); Stuhlbarg Int’l Sales Co. v. John D. Brush & 
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The majority of the circuits throughout the country utilize the four-part test enumerated above, though 
with varying language. For example, the First Circuit requires a movant to establish that: (1) the party is 
substantially likely to succeed on the merits of its claim; (2) absent the injunction, there is a significant risk 
of irreparable harm; (3) the balance of hardships weighs in the moving party’s favor; and (4) the injunction 
will not harm the public interest.45 Similarly, the Sixth Circuit’s four-part test asks (1) whether the movant 
has a strong likelihood of success on the merits; (2) whether the movant would suffer irreparable injury 
without the injunction; (3) whether issuance of the injunction would cause substantial harm to others; and 
(4) whether the issuance of the injunction would serve the public interest.46

However, the Second, Seventh, and Ninth Circuits have developed their own unique variations of the 
four-part test. The Second Circuit, for example, requires a party seeking a preliminary injunction to prove 
irreparable injury and then prove either (a) a likelihood of success on the merits or (b) that sufficiently seri-
ous questions exist as to the merits of the claim to make them a fair ground for litigation if the balance of the 
hardships between the parties tips decidedly in favor of the movant.47

Second Circuit

A review of the Second Circuit’s variation on the four-part injunction test can be found in the Western Dis-
trict of New York’s ruling in New York Electric and Gas v. U.S. Gas & Electric.48 In that case, the plaintiff 
sought a preliminary injunction against a competitor in the industry, for federal and state unfair competition 
claims, federal trademark infringement, and state trademark dilution.49 The plaintiff claimed the defendant’s 
use of the acronym NYG&E infringed upon the plaintiff’s rights in its NYSEG trademark.50

After determining that the plaintiff sufficiently proved a protectable right in the NYSEG trademark and 
demonstrated the possibility of irreparable harm, the Western District of New York turned to whether the 
plaintiff would likely succeed on the merits or whether there were sufficiently serious questions going to the 
merits of the case.51 First, the court determined under the Second Circuit’s likelihood of confusion factors 
(discussed below) that the plaintiff would likely succeed on the merits due to the similarity of the marks at 

Co., 240 F.3d 832, 839–40 & n.7 (9th Cir. 2001); Weaver v. Henderson, 984 F.2d 11, 12 & n.3 (1st Cir. 1993); Data-
phase Sys., Inc. v. CL Sys., Inc., 640 F.2d 109, 114 (8th Cir. 1981).

 45 I.P. Lund Trading ApS & Kroin Inc. v. Kohler Co., 163 F.3d 27, 33 (1st Cir. 1998) (internal citation omitted); Cor-
porate Techs., Inc. v. Harnett, 731 F.3d 6, 9 (1st Cir. 2013) (internal citation omitted).

 46 Blue Cross & Blue Shield Mutual of Ohio v. Blue Cross and Blue Shield Ass’n, 110 F.3d 318, 322 (6th Cir. 1997); 
Certified Restoration Dry Cleaning Network, L.L.C. v. Tenke Corp., 511 F.3d 535, 540 (6th Cir. 2007) (citing Tum-
blebus Inc. v. Cranmer, 399 F.3d 754, 760 (6th Cir. 2005)).

 47 See Christian Louboutin S.A. v. Yves Saint Laurent Am. Holding, Inc., 696 F.3d 206, 215 (2d Cir. 2012); TCPIP 
Holding Co. v. Haar Communs., Inc., 244 F.3d 88, 92 (2d Cir. 2001) (quoting Federal Express Corp. v. Federal 
Espresso Inc., 201 F.3d 168, 173 (2d Cir. 2000)); Federal Express Corp. v. Federal Espresso Inc., 201 F.3d 168 (2d 
Cir. 2000); Otokoyama Co. v. Wine of Japan Import Inc., 175 F.3d 266, 270 (2d Cir. 1999).

 48 N.Y. State Elec. & Gas Corp. v. U.S. Gas & Elec., Inc., 697 F. Supp. 2d 415 (W.D.N.Y. 2010).

 49 Id. at 424.

 50 Id. at 422–24.

 51 Id. at 430–39.
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issue and the strength of the plaintiff’s mark alone.52 Though this would have been enough to satisfy the Sec-
ond Circuit’s test for injunctive relief, the Western District of New York went on to also find that the plaintiff 
had demonstrated the existence of sufficiently serious questions as to the merits of the case and that the bal-
ancing of hardships tipped decidedly in favor of the plaintiff.53 In support of this conclusion, the court noted 
that an injunction would only prevent the defendant from using the NYG&E mark, not from doing business 
at all, and thus there was not a severe burden on the defendant.54

The ComPsych v. Health Champion55 decision from the District Court of Connecticut provides a more in 
depth analysis of the “sufficient questions” portion of the Second Circuit test.56 ComPsych brought a trademark 
infringement action against Health Champion for alleged infringement of its HEALTHCHAMPION trade-
mark.57 In response, Health Champion counterclaimed alleging it was the senior owner of the two-word mark 
HEALTH CHAMPION and moved for a preliminary injunction against ComPsych under several theories.58

First, Health Champion argued that ComPsych had abandoned its HEALTHCHAMPION mark prior to 
Health Champion registering its HEALTH CHAMPION mark.59 After reviewing ComPsych’s evidence of con-
tinued use and moving beyond the question of irreparable harm, the District Court of Connecticut rejected 
this argument, determining that Health Champion failed to demonstrate a likelihood of success on the mer-
its or that sufficiently serious questions going to the merits of the abandonment claim exist.60

The court then quickly addressed Health Champion’s three other theories attacking ComPsych’s claims 
of priority: (1) that ComPsych failed to render services under the mark; (2) that ComPsych’s evidence of 
analogous use was insufficient to establish priority over Health Champion; and 3) that ComPsych’s sales were 
de minimis and therefore inadequate to show continued use of its mark.61 Again, the court rejected these 
arguments under the likelihood of success prong because Health Champion could not support them with 
sufficient evidence.62

With respect to the sufficient questions prong, the court held that Health Champion had raised “suffi-
ciently serious questions going to the merits to make them a fair ground for litigation.”63 Nonetheless, the 
court still denied Health Champion’s request for a preliminary injunction because it had failed to show that 
the balance of hardships tipped decidedly in its favor.64 Specifically, the district court held that both parties 

 52 Id. 

 53 Id. at 440.

 54 Id. 

 55 ComPsych Corp. v. Health Champion LLC, No. 107 U.S.P.Q.2D 1786 (D. Conn. Dec. 13, 2012).

 56 Id. 

 57 Id. at 1787–88.

 58 Id. 

 59 Id. 

 60 Id. 1791–92.

 61 Id. 

 62 Id. 

 63 Id. at 1794.

 64 Id. 
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had suffered hardships over the years from the other’s use of a nearly identical trademark and that Health 
Champion had failed to show it was enduring more hardships than ComPsych.65 Therefore, under both stan-
dards of the Second Circuit test, the court denied Health Champion’s request for a preliminary injunction.

Seventh Circuit

Like the Second Circuit, the Seventh Circuit does not utilize the traditional four-part test of the other cir-
cuits, but instead combines the four-part test into a two-stage analysis.66 First, the Seventh Circuit conducts a 
“threshold” determination of whether the trademark owner has demonstrated: (1) a likelihood of success on 
the merits; (2) that no adequate remedy at law exists; and (3) that it will suffer irreparable harm if the injunc-
tion is not granted.67 If the trademark owner fails to make this required showing, the inquiry ends, and the 
court must deny the request for a preliminary injunction.68

However, if the trademark owner is successful in the “threshold” stage, the court then performs a 
“balancing” analysis, weighing the nature and degree of irreparable harm both parties will suffer if the 
injunction is granted or denied, while taking into consideration the public interest in the injunction.69 In per-
forming this “balancing” test, the Seventh Circuit utilizes a “sliding scale” approach, in that the more likely 
the trademark owner is to succeed on its claim, the less the balance of irreparable harm need favor them to 
justify injunctive relief.70

An example of this two-stage test is found in the case of Ty v. Jones Group.71 In Ty, the plaintiff sought a 
preliminary injunction against Jones Group for violation of its BEANIE BABIES trademark under Section 
43(a) of the Lanham Act.72 Jones Group had been selling plush toys under the similar name BEANIE RAC-
ERS, and Ty sought to enjoin this conduct.73 The lower court granted a preliminary injunction in favor of 
Ty after conducting an analysis using the Seventh Circuit’s two-stage test.74 On appeal, Jones Group argued 
the lower court improperly weighed the relevant factors and did not properly utilize the “sliding scale” 
approach.75 The Seventh Circuit disagreed.

 65 Id. 

 66 See Simpson Performance Prods. v. Wagoner, 133 F. Supp. 3d 1130, 1135 (N.D. Ind. 2015); Ty, Inc. v. Jones Grp., 
Inc., 237 F.3d 891, 895 (7th Cir. 2001); Girl Scouts of Manitou Council, Inc. v. Girl Scouts of U.S. of Am., Inc., 549 
F.3d 1079, 1085–86 (7th Cir. 2008).

 67 Ty, 237 F.3d at 895 (citing Abbott Labs v. Mead Johnson & Co., 971 F.2d 6, 11 (7th Cir. 1992)); see also Girl Scouts 
of Manitou Council, 549 F.3d at 1086.

 68 Girl Scouts of Manitou Council, 549 F.3d at 1086.

 69 Id. 

 70 Id. 

 71 Ty, 237 F.3d at 891.

 72 Id. at 894–95, 897.

 73 Id. at 894–95.

 74 Id. 

 75 Id. at 896.
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Turning first to the “threshold” stage, the Seventh Circuit held the lower court properly determined 
Ty had a likelihood of success on the merits under the likelihood of confusion factors.76 With respect to the 
“balancing” stage, while Jones Group made several compelling arguments as to the potential detriment to its 
business if an injunction were granted, the lower court and the Seventh Circuit both were swayed by Jones 
Group’s knowledge of Ty’s rights and marks prior to introducing its BEANIE RACERS product.77 Finding that 
Jones Group was forewarned of the possibility that Ty would sue, and thus forewarned of potential negative 
financial consequences, the Seventh Circuit concluded that Jones Group could not complain about having to 
mend its ways.78 Therefore, the court upheld the preliminary injunction.

Ninth Circuit

The Ninth Circuit previously recognized two different sets of criteria for preliminary injunctive relief. The 
first was the “traditional” four-part test discussed above and utilized by many other circuit courts.79 The 
second, “alternative” test required only that the party seeking an injunction demonstrate either (1) “a com-
bination of probable success on the merits and the possibility of irreparable injury or (2) that serious ques-
tions are raised and the balance of hardships tips sharply” in favor of the moving party.80 However, since 
the United States Supreme Court’s decisions in eBay, Inc. v. MercExchange, L.L.C.81 and Winter v. Natural 
Resources Defense Council, Inc.82 (discussed below), the Ninth Circuit has moved away from the “alternative 
test” in favor of the traditional four-part test.83

Accordingly, when considering bringing litigation where preliminary injunctive relief may be desired, 
practitioners would be well advised to take into consideration the different tests and/or standards for such 
relief in each circuit where jurisdiction is available. Such an analysis could not only affect the decision to seek 
a preliminary injunction, but also govern the jurisdiction if multiple options exist.

The Four-Part Test for a Permanent Injunction

The test for a permanent injunction is slightly different from that for a preliminary injunction or a temporary 
restraining order because a showing of likelihood of success is no longer required, as liability has already been 
determined. As such, the elements of the test when examining a potential permanent injunction are as follows:

 76 Id. at 897–902.

 77 Id. at 903–04.

 78 Id. 

 79 Lands Council v. Martin, 479 F.3d 636, 639 (9th Cir. 2007); Southeast Alaska v. U.S. Army Corps, 472 F.3d 1097, 
1100 (9th Cir. 2006).

 80 Southeast Alaska, 472 F.3d at 1100; Grocery Outlet Inc. v. Albertson’s Inc., 497 F.3d 949, 951 (9th Cir. 2007) (cita-
tion omitted).

 81 547 U.S. 388, 391 (2006).

 82 555 U.S. 7, 12–15 (2008).

 83 See Sierra Forest Legacy v. Rey, 577 F.3d 1015, 1021 (9th Cir. 2009); Johnson v. Couturier, 572 F.3d 1067, 1081 (9th 
Cir. 2009); Pom Wonderful LLC v. Pur Bevs. LLC, No. CV 13-06917 (CWx), 2015 WL 10433693, at *3 (C.D. Cal. 
Aug. 6, 2015).
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1. the remedies available at law, such as monetary damages, are inadequate to compensate for 
the injury;

2. considering the balance of hardships between the plaintiff and defendant, a remedy in equity 
is warranted;

3. the public interest would not be disserved by an injunction; and

4. irreparable harm.84

Unlike the preliminary injunction test, to the extent that there are any differences in the test as applied by 
the circuits, these differences in wording are slight, leaving the analysis itself essentially the same.85

A simple review of the elements of the tests for a preliminary injunction or temporary restraining order 
and a permanent injunction reveal essentially the same analysis and balancing of the equities between the 
parties. In fact, many jurisdictions have acknowledged that the standard for a preliminary injunction is sub-
stantially the same as that of a permanent injunction. Both standards require a showing of irreparable harm 
and a balancing of the parties’ interests and those of the public.

Analysis of the Factors of the Four-Part Tests

Likelihood of Success on the Merits

No matter the form of the four-part test being utilized, in order to obtain preliminary injunctive relief, a 
trademark owner must demonstrate a “likelihood of success on the merits.” In the context of trademarks, 
this means the movant must put forth a prima facie case for the claims asserted, such as trademark infringe-
ment, unfair competition, or trademark dilution.86 Because each circuit has its own requirements for estab-

 84 See eBay, 547 U.S. at 391; Weinberger v. Romero- Barcelo, 456 U.S. 305, 311–13 (1982); Amoco Production Co. v. 
Gambell, 480 U.S. 531, 542 (1987).

 85 See, e.g., Dun-Rite Home Improvements, Inc. v. Dun-Rite, LLC, Civil Action No. 15-cv-00316-WYD-CBS, 2016 U.S. 
Dist. Lexis 40329, at *17 (D. Colo. Feb. 2, 2016) (the test for a permanent injunction requires a showing of “(1) actual 
success on the merits; (2) irreparable harm unless the injunction is issued; (3) the threatened injury outweighs the 
harm that the injunction may cause the opposing party; and (4) the injunction, if issued, will not adversely affect 
the public interest”) (internal citations omitted); Tracfone Wireless, Inc. v. Adams, 98 F. Supp. 3d 1243, 1256 (S.D. 
Fla. 2015) (movant seeking a permanent injunction must show “(1) success on the merits of its claims; (2) an irrep-
arable injury in which monetary remedies are inadequate; (3) the balance of hardships between the plaintiff and 
defendant favor injunctive relief; and (4) the public interest would not be disserved by a permanent injunction”).

 86 See, e.g., TracFone Wireless, Inc. v. Clear Choice Connections, Inc., 102 F. Supp. 3d 1321, 1325 (S.D. Fla. 2015) (in 
deciding a request for a preliminary injunction in a trademark action the court stated that proving a likelihood 
of success requires a showing of probable success “at trial”); Louis Vuitton Malletier v. Dooney & Bourke, Inc., 
454 F.3d 108, 113–14 (2d Cir. 2006) (the appellate court reviewed the lower court’s denial of preliminary injunc-
tion by analyzing whether the plaintiff could prove a likelihood of success on the trademark claim); Ewe Grp., 
Inc. v. Bread Store, LLC, 54 F. Supp. 3d 1343, 1347 (N.D. Ga. 2014) (“To establish a prima facie case of trademark 
infringement and obtain injunctive relief, a plaintiff must demonstrate: (1) that it has trademark rights in the 
mark or name at issue… and (2) that the defendant adopted a mark or name that was the same, or confusingly 
similar to the plaintiff’s mark, such that there was a likelihood of confusion for consumers as to the proper 
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lishing a prima facie case for trademark violations, each circuit will consequently have its own requirements 
for establishing a “likelihood of success on the merits” in its injunctive relief review.

For example, a claim for trademark infringement or unfair competition in the Sixth Circuit requires 
a trademark owner to show: (1) that it owns a valid, protectable trademark; (2) that the defendant used the 
mark in commerce and without the trademark owner’s consent; and (3) there was a likelihood of consumer 
confusion.87 In contrast, in the Fifth Circuit, the trademark owner establishes a prima facie case of trademark 
infringement once it demonstrates a legally protected mark and a likelihood of confusion between its mark 
and the defendant’s mark.88 Thus, the jurisdiction of the claim will have an impact in establishing that a 
moving party has a likelihood of success on the merits of the case.

Nevertheless, the analysis of whether a trademark infringement or unfair competition claim will suc-
ceed on the merits most often turns to whether a likelihood of confusion exists between the marks at issue. 
Unsurprisingly, then, each circuit has a list of factors utilized in determining whether a likelihood of confu-
sion between two marks exist. Though the factors differ slightly by court, the general analysis is typically the 
same. By way of example, the Second Circuit utilizes the following confusion factors:

• the similarity in the overall impression created by the two marks (including the marks’ look, phonetic 
similarities, and underlying meanings);

• the similarities of the goods and services involved (including an examination of the marketing chan-
nels for the goods);

• the strength of the plaintiff’s mark;

• any evidence of actual confusion by consumers;

• the intent of the defendant in adopting its mark;

• the physical proximity of the goods in the retail marketplace;

• the relevant consumers’ sophistication; and

• the likelihood of expansion of the product lines.89

The Fourth Circuit utilizes the following factors in analyzing whether there is a likelihood of confusion 
between two marks:

• the strength or distinctiveness of the movant’s mark as actually used in the marketplace;

• the similarity of the two marks to consumers;

• the similarity of the goods or services that the marks identify;

origin of the goods [or services] created by the defendant’s use of the [mark or name].”) (internal quotation and 
citation omitted).

 87 Too, Inc. v. TJX Cos., 229 F. Supp. 2d 825, 829 (S.D. Ohio 2002) (citing Microsoft Corp. v. Grey Computer, 910 
F.Supp. 1077, 1086–88 (D. Md. 1995)); Holiday Inns, Inc. v. 800 Reservation, Inc., 86 F.3d 619, 622–23 (6th Cir. 
1996) (internal citations omitted);

 88 Pennzoil-Quaker State Co. v. Miller Oil & Gas Operations, 779 F.3d 290, 294 (5th Cir. 2015); Bd. of Supervisors 
for La. State Univ. Agri. & Mech. Coll. v. Smack Apparel Co., 550 F.3d 465, 474 (5th Cir. 2008).

 89 Polaroid Corp. v. Polarad Electronics Corp., 287 F.2d 492, 495 (2d Cir. 1961); Cross Commerce Media, Inc. v. Col-
lective, Inc., 841 F.3d 155, 168 (2d Cir. 2016).
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• the similarity of the facilities used;

• the similarity of advertising used by the parties;

• the defendant’s intent;

• actual confusion;

• the quality of the defendant’s product; and

• the sophistication of the consuming public.90

Thus, while the language between the circuits can differ slightly, the actual factors used in determining 
whether a likelihood of confusion exists between two marks are substantially the same.

With respect to a claim for trademark dilution, establishing a likelihood of success on the merits 
requires showing that another uses a famous mark after the mark became famous and that such use is likely 
to cause dilution by blurring or tarnishment.91

A threshold question in a dilution claim is whether the asserted mark is sufficiently famous under the 
Federal Trademark Dilution Act.92 To make this determination, courts look to the following factors as set 
forth by the Act:

• the duration, extent, and geographic reach of advertising and publicity of the mark, whether adver-
tised or publicized by the owner or third parties;

• the amount, volume, and geographic extent of sales of goods or services offered under the mark;

• the extent of actual recognition of the mark; and

• whether the mark was federally registered under the Act of March 3, 1881, or the Act of February 20, 
1905, or on the principal register.93

Once the court determines if a mark is famous, the next step is to determine whether there is a likelihood 
of dilution by blurring or tarnishment. Dilution by blurring occurs when the association arising from the 
similarity between a mark and a famous mark impairs the distinctiveness of the famous mark.94 The relevant 
factors in the court’s analysis in determining dilution by blurring are:

• the degree of similarity between the mark and the famous mark;

• the degree of distinctiveness of the famous mark;

• the extent to which the owner of the famous mark is engaging in substantially exclusive use of 
the mark;

• the degree of recognition of the famous mark;

• whether the user of the mark or trade name intended to create an association with the famous 
mark; and

 90 George & Co., LLC v. Imagination Entm’t Ltd., 575 F.3d 383, 393 (4th Cir. 2009).

 91 15 U.S.C. §1125(c)(1).

 92 Maker’s Mark Distillery, Inc. v. Diageo N. Am., Inc., 703 F. Supp. 2d 671, 697 (W.D. Ky. 2010) (“Whether a mark is 
‘famous’ is the threshold issue in a trademark dilution claim.”).

 93 15 U.S.C. §1125(c)(2)(A).

 94 15 U.S.C. §1125(c)(2)(B).
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• any actual association between the mark or trade name and the famous mark.95

Dilution by tarnishment arises from the similarity between the famous asserted mark and another mark that 
damages the asserted mark’s reputation.96 Tarnishment can be established where a trademark owner demon-
strates the alleged infringer is using the mark in an unwholesome manner or for a low- quality product.97 
The most common examples of dilution by tarnishment are typically the use of a famous mark to sell adult- 
related products.98

Ultimately, demonstrating a likelihood of success sufficient to obtain preliminary injunctive relief 
in trademark cases requires intimate knowledge of the jurisdiction’s specific requirements for the claims 
asserted. Although the differences between each jurisdiction’s analysis of these claims are slight, knowing 
these variances can provide a practitioner guidance when drafting each claim.

Remedies Available at Law Are Inadequate to Compensate for the Injury

Given the extraordinary nature of injunctive relief, it is a disfavored remedy where monetary damages are 
available to compensate the trademark owner.99 Generally, a trademark owner can seek the following mone-
tary remedies in a trademark infringement, unfair competition, or willful trademark dilution action: (1) the 
defendant’s profits attributable to the infringement; (2) the plaintiff’s damages attributable to the infringe-
ment; (3) the plaintiff’s costs of the action; and/or (4) the plaintiff’s attorneys’ fees in exceptional cases.100 
Where these remedies are sufficient to compensate the trademark owner for the infringement suffered, this 
part of the four-part test will weigh against the issuance of an injunctive order.101 Furthermore, courts will of-
ten consider the irreparable harm when discussing the inadequacy of remedies available at law and vice versa.

 95 Id. 

 96 15 U.S.C. §1125(c)(2)(C).

 97 Hasbro, Inc. v. Clue Computing, Inc., 66 F. Supp. 2d 117, 133 (D. Mass. 1999); Deere & Co. v. MTD Products, Inc., 
41 F.3d 39, 43 (2d Cir. 1994).

 98 See, e.g., Williams-Sonoma, Inc. v. Friendfinder, Inc., No. C 06-6572 JSW (MEJ), 2007 WL 4973848, at *7 (N.D. 
Cal., Dec. 6, 2007) (use of POTTERY BARN on sexually oriented websites likely to tarnish plaintiff’s famous 
mark); Kraft Foods Holdings, Inc. v. Helm, 205 F. Supp. 2d 942, 949–50 (N.D. Ill. 2002) (pornographic website’s 
use of “VelVeeda” tarnished VELVEETA trademark); Polo Ralph Lauren L.P. v. Schuman, 46 U.S.P.Q.2d 1046, 
1048 (S.D Tex. 1998) (use of “The Polo Club” or “Polo Executive Retreat” for adult entertainment club tarnished 
POLO trademark); Pillsbury Co. v. Milky Way Prods., Inc., 215 U.S.P.Q. 124, 135 (N.D. Ga. 1981) (sexually ori-
ented variation of PILLSBURY DOUGHBOY tarnished plaintiff’s mark).

 99 See IDT Telecom, Inc. v. CVT Prepaid Solutions, Inc., 250 Fed. Appx. 476, 479 (3d Cir. 2007) (“[P]re lim inary 
injunction should not be granted if the injury suffered by the moving party can be recouped in monetary dam-
ages.”) (citing Frank’s GMC Truck Ctr., Inc. v. Gen Motors. Corp., 847 F.2d 100, 102 (3d Cir. 1988)); Loveridge v. 
Pendleton Woolen Mills, Inc., 788 F.2d 914, 918 (2d Cir 1986); FHR TB, LLC v. TB Isle Resort, LP, 865 F. Supp.2d 
1172, 1212 (S.D. Fla. 2011) (citing Loveridge, 788 F.2d at 917); Modern Comput. Sys., Inc. v. Modern Banking Sys., 
Inc., 871 F.2d 734, 738 (8th Cir. 1989).

 100 15 U.S.C. §1117.

 101 IDT Telecom, 250 Fed. Appx. at 479; Loveridge, 788 F.2d at 918; FHR TB, 865 F.Supp.2d at 1212; Modern Com-
puter Sys., 781 F.2d at 738.
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For example, in Twentieth Century Fox Film Corp. v. Marvel,102 Fox had entered into a licensing arrange-
ment with Marvel for the right to use the title of Marvel’s “X-Men” property for the development and release 
of an X-Men branded movie.103 The license provided that Marvel would retain all televisions rights, subject 
to the requirement that Marvel would not produce an X-Men motion picture without Fox’s consent.104 After 
the movie’s release, Marvel entered into an agreement with a different studio to create a live action television 
series with a premise reminiscent of X-Men and marketed as a spin-off of the Fox film.105

Fox brought an extensive suit against Marvel for a number of claims including unfair competition and 
false designation of origin under the Lanham Act, breach of contract, deceptive trade practices, and copy-
right infringement.106 In competing motions, Fox moved for a preliminary injunction to prevent Marvel 
from airing the television series, and Marvel moved to dismiss the suit.107 The Southern District of New York 
ultimately dismissed all claims except those for copyright infringement and breach of contract.108 The Court 
then granted Fox’s request for preliminary injunctive relief on the copyright claim, preventing Marvel from 
using movie clips in its advertisements of the television show.109 In dismissing the Lanham Act claims, the 
Southern District held that a trademark licensee has no goodwill in the licensed trademark and therefore has 
no standing to sue.110 Furthermore, the copyright statute preempted the unfair competition claim.111 The dis-
trict court separately denied any preliminary injunctive relief on the breach of contract claim on the grounds 
Fox had failed to establish the irreparable harm prong of the analysis.112

Fox appealed, seeking reversal of the dismissal of its Lanham Act claims and the denial of the prelim-
inary injunction on the breach of contract and Lanham Act claims.113 With respect to the dismissal of the 
Lanham Act claims, the Second Circuit affirmed the dismissal of the false designation claim but revived the 
unfair competition claim because of Marvel’s marketing of the television show as a spin-off of the movie.114

Turning to the requested preliminary injunction, the Second Circuit affirmed the decision of the lower 
court for both the breach of contract claim and the revived Lanham Act unfair competition claim because 
any harm suffered by Fox could be remedied through an award of monetary damages.115 Specifically, the 
Second Circuit noted that Fox’s lost profits could be reasonably estimated to assess damages for the alleged 

 102 277 F.3d 253 (2d Cir. 2002).

 103 Id. at 255.

 104 Id. at 256.

 105 Id. at 256, 259.

 106 Id. at 256.

 107 Id. 

 108 Id. at 256–57.

 109 Id. at 256–57.

 110 Id. at 257.

 111 Id. 

 112 Id. 

 113 Id. 

 114 Id. at 259–60.

 115 Id. at 260.
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breach of contract, which could not only compensate Fox under the breach of contract claim, but also for 
the unfair competition claim.116 Therefore, Fox could not establish the necessary irreparable harm to justify 
imposition of a preliminary injunction on these claims.

Conversely, the Northern District of Illinois in Avent v. Playtex117 found the available remedies to be 
insufficient to remedy the aggrieved plaintiff in a case involving AVENT baby bottles.118 Avent sued and 
sought a preliminary injunction against Playtex because Playtex’s use of AVANCE for competing bottles was 
confusingly similar to Avent’s federally registered AVENT mark.119

After finding that Avent owned a valid registered mark and there was a likelihood of confusion between 
the marks, the court turned to the question of irreparable harm under the four-part test.120 The court paid 
particular attention to the extensive amount of goodwill in Avent’s mark “due in large part” to the quality 
of Avent’s product.121 According to the court, when comparing the two products, the difference in quality 
was evident by sight alone.122 Consequently, the court concluded Avent would suffer irreparable harm to the 
goodwill of its mark for not only this bottle product but also all products Avent sold because “Avent” was also 
the company name.123

A comparison of these cases reveals a few key distinguishing factors. In Marvel, the trademark damages 
were intertwined with the breach of contract claim, such that the damages were readily calculable. In Avent, 
however, the damage to the goodwill of the AVENT brand was not quantifiable, because of the harm not only 
to the potential product at issue but also to the entire brand name from the inferior product of the defendant. 
Therefore, when arguing the irreparable harm and inadequate remedy at law portions of the four-part test, 
practitioners are well served to prepare strong arguments that any potential monetary damages would be 
either insufficient or simply incalculable to remedy the harm caused by the infringement.

The Balance of Hardships Between the Plaintiff and Defendant

As injunctive relief is grounded in equity, the “balance of hardships” factor of the test compares the potential 
harm to the plaintiff as well as the defendant if the requested injunction were to be granted or denied.124 In 
other words, this portion of the test considers whether the potential harm to the party seeking the injunction 
outweighs the burden to the alleged infringer.125 For example, where the potential loss of consumer goodwill 

 116 Id. 

 117 Avent Am., Inc. v. Playtex Prods., Inc., 68 F. Supp. 2d 920 (N.D. Ill. 1999).

 118 Id. at 922.

 119 Id. at 922–24.

 120 Id. at 925–32.

 121 Id. at 932.

 122 Id. 

 123 Id. 

 124 Opticians Ass’n of Am. v. Indep. Opticians of Am., 920 F.2d 187, 197 (3d Cir. 1990) (“purpose behind the bal-
ancing analysis is to ensure that the issuance of an injunction would not harm the infringer more than a denial 
would harm the mark’s owner”).

 125 Id. 



96   Remedies in Intellectual Property Cases   Trademarks: Injunctive Relief

in a trademark outweighs the potential costs to an alleged infringer of having to delay sales of its potentially 
infringing product, this factor will weigh in favor of granting the requested injunction.126

The nature of the injunction sought, whether preliminary or permanent in nature, will have an impact 
on the analysis. In Audi v. D’Amato,127 Audi sought to stop D’Amato from using Audi’s trademarks to sell 
counterfeit products as a purported “affiliate” of “Audi of America” at the domain www.audisport.com.128 
The lower court granted summary judgment in favor of Audi on all claims and entered a permanent injunc-
tion against D’Amato.129 On appeal, the Sixth Circuit upheld the injunction noting that, with respect to the 
balancing of hardships, D’Amato faced no hardship in refraining from “willful trademark infringement” 
whereas Audi faced loss of sales and irreparable harm to its consumers from D’Amato’s counterfeit items.130

Conversely in Sardi’s Rest. Corp. v. Lyle Sardie & W. Pubs. Inc.,131 the Ninth Circuit upheld the denial of 
preliminary injunctive relief based in large part on the application of the balance of hardships.132 Sardi’s was 
a highly successful and well-known restaurant in New York and sought a preliminary injunction against the 
defendant, a new and relatively unknown restaurant in Burbank, California using the name Sardie’s, the sur-
name of the owner.133

In denying Sardi’s preliminary injunction, the lower court determined that Sardi’s had failed to demon-
strate an irreparable injury or that the balance of hardships fell in its favor.134 In particular, the lower court 
found differences between the restaurants (e.g., the high class of patrons and exclusive location of Sardi’s 
versus the modest food and simple service at Sardie’s) in highly distinct geographies, which the court said 
would make confusion very unlikely.135 As such, the lower court noted its “judicial reluctance” to shut down a 
struggling neighborhood restaurant making use of the owner’s surname where the only similarities between 
the establishments were that they both served food and the names above the doors had some similarity.136 On 
appeal, the Ninth Circuit ultimately agreed, holding that while “the relative size of the respective businesses 
is not a defense to a suit for a permanent injunction,” it is certainly “relevant to the potential hardship from 
changing a business’ name.”137

 126 Davidoff & Cie, S.A. v. PLD Int’l Corp., 263 F.3d 1297, 1304 (11th Cir. 2001) (finding that balance of harms tipped 
in favor of plaintiff where defendant would only be precluded from selling fragrances branded with plaintiff’s 
mark with identifying batch codes removed).

 127 Audi AG v. D’Amato, 469 F.3d 534 (6th Cir. 2006).

 128 Id. at 540.

 129 Id. at 541.

 130 Id. at 550.

 131 755 F.2d 719 (9th Cir. 1985).

 132 Id. at 722–26.

 133 Id. at 721.

 134 Id. at 721–22.

 135 Id. at 722.

 136 Id.

 137 Id. at 726 (citations omitted).
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The requirements necessary for establishing the “hardship” factor also turn on the type of injunctive 
relief sought—whether temporary or permanent in nature. Where liability has been determined against the 
alleged infringer, courts will give less weight to the potential costs or harm in ceasing the infringing activity 
than in the context of a preliminary injunction or temporary restraining order.

As such, trademark owners seeking preliminary relief would therefore do best to make a stronger show-
ing of likelihood of success on the merits and potential harm to outweigh any potential harm claimed by the 
alleged infringer. Moreover, trademark owners should ideally tailor requests for injunctive relief to the indi-
vidual facts of the case to increase the appearance that the equities weigh in favor of the trademark owner.138

The Public Interest in the Injunction

The public interest element of the four-part analysis considers the potential impact to the public if the injunc-
tion is granted or denied.139 Generally, the public interest is served by preventing consumer deception or 
confusion in the marketplace.140 Conversely, where consumer confusion or deception is less likely, the public 
interest will weigh against an injunction under the principles of fair competition in order to give consumers 
the greatest choice of products in the marketplace.141

In Calvin Klein Cosmetics Corp. v. Lenox Laboratories, Inc.,142 the Eighth Circuit reversed the issuance 
of a preliminary injunction in part because the lower court failed to properly consider the public’s interest 
in free competition.143 Calvin Klein sued for trademark infringement seeking an injunction against Lenox’s 

 138 See, e.g., Jeffrey Milstein, Inc. v. Greger, Lawlor, Roth, Inc., 58 F.3d 27, 35 (2d Cir. 1995) (denial of injunction 
where plaintiff sought to enjoin entire product line of defendant rather than infringing product line under bal-
ance of hardships analysis).

 139 Davidoff & Cie, S.A. v. PLD Int’l Corp., 263 F.3d 1297, 1304 (11th Cir. 2001); S & R Corp. v. Jiffy Lube Int’l, Inc., 
968 F.2d 371, 379 (3d Cir. 1992); Opticians Ass’n of Am. v. Indep. Opticians of Am., 920 F.2d 187, 197–98 (3d 
Cir. 1990).

 140 Sanborn Mfg. Co., Inc. v. Campbell Hausfeld/Scott Fetzer Co., 997 F.2d 484, 490 (8th Cir. 1993) (“the public 
interest favors enjoining false statements”); S & R Corp., 968 F.2d at 379 (“Where a likelihood of confusion 
arises out of the concurrent use of a trademark, the infringer’s use damages the public interest.”) (internal cita-
tion omitted).

 141 See, e.g., Opticians Ass’n, 920 F.2d at 198 (“[D]e ny[ing] injunctive relief would serve no public purpose—both 
parties would be free to continue confusing consumers.”); Sanborn Mfg., 997 F.2d at 490 (where the movant 
has not demonstrated a likelihood of success, there has been no showing that the public interest would be best 
served by the injunction); TeleRep Caribe, Inc. v. Zambrano, 146 F. Supp. 2d 134, 146 (D.P.R. 2001) (trademark 
injunctions lead to “a tension in free enterprise, between its limitation and promotion”); Int’l Jensen, Inc. v. 
Metrosound U.S.A., Inc., 4 F.3d 819, 827 (9th Cir. 1993) (in absence of likelihood of confusion, an injunction 
would only serve to deprive consumers of a choice of products); Calvin Klein Cosmetics Corp. v. Lenox Labs., 
Inc., 815 F.2d 500, 505 (8th Cir. 1987) (“By the very nature of a trademark action, the value placed on free com-
petition must be weighed against any individual’s property interest in that trademark, so that the analytic focus 
should also be on the consumer’s ability to obtain the lowest priced goods.”) (internal citation omitted).

 142 816 F.2d 500 (8th Cir. 1987).

 143 Id. at 505.
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use of Calvin Klein’s mark OBSESSION in connection with Lenox’s marketing of an imitation perfume.144 
The lower court granted a preliminary injunction weighing the public interest factor in favor of Calvin Klein 
given the court’s finding that a likelihood of confusion existed.145

The Eighth Circuit disagreed. It first determined that the trial court had erred in finding a likelihood of 
confusion because the trial court based its decision exclusively on the court’s own inspection of the packag-
ing and marketing displays without weighing the other evidence presented, which included consumer sur-
veys and expert affidavits.146 It then concluded that it was erroneous for the lower court to determine that the 
public interest weighed in favor of Calvin Klein without considering the broader economic implications of 
free competition and the consumer’s ability to obtain the lowest priced goods.147 Therefore, the Eighth Circuit 
vacated the trial court’s preliminary injunction.148

Irreparable Harm

Prior to 2006, nearly every circuit in the country presumed that a trademark owner met its burden under the 
irreparable harm factor of the four-part test by demonstrating a likelihood of confusion under the likelihood 
of success factor.149 However, the Supreme Court’s rejection of this presumption of irreparable harm in the 

 144 Id. at 502.

 145 Id. at 505.

 146 Id. at 504.

 147 Id. at 505.

 148 Id. 

 149 See, e.g., Kos Pharm., Inc. v. Andrx Corp., 369 F.3d 700, 726 (3d Cir. 2004) (“[T]rade mark infringement amounts 
to irreparable injury as a matter of law”) (citation omitted); Brennan’s Inc. v. Brennan’s Rest. L.L.C., 360 F.3d 
125, 129 (2d Cir. 2004) (“[P]roof of a likelihood of confusion establishes both likelihood of success on the mer-
its and irreparable harm.”) (internal citation omitted); Societe Des Produits Nestle, S.A. v. Casa Helvetia, Inc., 
982 F.2d 633, 640 (1st Cir. 1992) (A finding of “trademark infringement results in irreparable harm because the 
attendant loss of profits, goodwill, and reputation cannot be satisfactorily quantified and, thus, the trademark 
owner cannot adequately be compensated. Hence, irreparable harm flows from an unlawful trademark infringe-
ment as a matter of law.”) (internal citation omitted); Abbott Labs. v. Mead Johnson & Co., 971 F.2d 6, 16 (7th 
Cir. 1992) (There is a “well- established presumption that injuries” for trademark dilution or infringement “are 
irreparable.”) (internal citations omitted); Wynn Oil Co. v. Am. Way Serv. Corp., 943 F.2d 595, 608 (6th Cir. 
1991) (there is a presumption of irreparable harm in trademark infringement cases) (internal citations omitted); 
Vision Sports, Inc. v. Melville Corp., 888 F.2d 609, 612 n.3 (9th Cir. 1989) (likelihood of confusion in trademark 
infringement actions generally shows irreparable harm will follow in the absence of an injunction) (internal 
citation omitted); Mut. of Omaha Ins. Co. v. Novak, 836 F.2d 397, 403 n.11 (8th Cir. 1987) (plaintiff need only 
prove the likelihood of confusion to establish its right to an injunction) (internal citation omitted); E. Remy 
Martin & Co., S.A. v. Shaw-Ross Int’l Imps., Inc., 756 F.2d 1525, 1530 (11th Cir. 1985) (“[A] sufficiently strong 
showing of likelihood of confusion may by itself constitute… a substantial threat of irreparable harm.”); Coun-
try Inns & Suites by Carlson, Inc. v. 3 AM, LLC, No. 14-cv-03126 (MJD-FLN), 2014 WL 5431621, at *3 (D. Minn. 
Oct. 24, 2014) (“Once a party has demonstrated likelihood of success of confusion in trademark infringement, 
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patent case of eBay, Inc. v. MercExchange, L.L.C. has led to a great deal of uncertainty in the treatment of the 
irreparable harm factor in all trademark cases.

The eBay case involved a patent infringement dispute involving a business method patent owned by Mer-
cExchange.150 In reviewing whether a permanent injunction was appropriate, the Court rejected the “general 
rule” that “once infringement and validity have been adjudged[,]” permanent injunctions should be denied only 
in rare instances to protect the public interest.151 Furthermore, the Supreme Court took issue with the finding 
that non- practicing patent holders, like MercExchange, could not be irreparably harmed by infringement.152

Instead, the Supreme Court held that in order to receive injunctive relief for patent infringement, a pat-
ent holder must establish the traditional four-part test applicable to most injunctions.153 The Supreme Court 
also admonished against making “broad classifications” that were inconsistent with the application of this 
four-part test and the traditional principles of equitable relief.154

Two years after the eBay decision, the Supreme Court again clarified the requirements for grant-
ing injunctive relief in an environmental dispute outside the realm of intellectual property.155 In Winter 
v. National Resources Defense Council, Inc., several environmental organizations sought a preliminary 
injunction against the Navy’s use of sonar technology in training exercises on the grounds that the training 
exercises violated the National Environmental Policy Act of 1969 (NEPA) and other federal laws.156 The over-
riding concern was that these activities would cause harm to the area’s marine mammals.157

In determining the appropriateness of the preliminary injunction, the Central District of California and 
the Ninth Circuit utilized the traditional four-part test for injunctive relief with one distinction, namely, the 
courts applied the Ninth Circuit standard for irreparable harm applicable at the time, which merely required 
the movant to show the possibility of irreparable harm.158 The Supreme Court rejected this standard for irrep-
arable harm and instead held that the correct standard requires a movant to show the likelihood of irrepara-
ble harm in the absence of an injunction.159

In the aftermath of both eBay and Winter, federal courts presiding over trademark disputes have strug-
gled to determine the impact of these holdings on the longstanding presumption of irreparable harm upon 
a showing of likelihood of confusion. With the exception of the Ninth Circuit, as of the date of publication 
of this book, no other circuit has provided definitive guidance to trademark owners as to whether the pre-

unfair competition and dilution cases, it is presumed that irreparable harm will ensue if injunctive relief is not 
granted.”) (internal citation omitted).

 150 eBay Inc. v. MercExchange, L.L.C., 547 U.S 388, 390 (2006).

 151 Id. at 393–94 (internal quotation and citation omitted).

 152 Id. at 393.

 153 Id. at 394.

 154 Id. at 393.

 155 Winter v. National Resources Defense Council, Inc., 555 U.S. 7, 12–15 (2008).

 156 Id. at 12–17.

 157 Id. at 12.

 158 Id. at 17, 19–20.

 159 Id. at 22, 32–33.
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sumption still stands or if trademark owners must present additional evidence to satisfy the irreparable 
harm prong.

In response to eBay and Winter, the Ninth Circuit now specifically requires a movant seeking injunctive re-
lief to establish irreparable harm without the benefit of any presumption from a finding of “likelihood of confu-
sion.” For instance, in Pom Wonderful LLC v. Hubbard,160 Pom Wonderful sued to stop defendant from using the 
word “pom” on its pomegranate- flavored energy drink.161 The Central District of California denied Pom Won-
derful’s motion for a preliminary injunction having decided that Pom Wonderful was unable to demonstrate a 
likelihood of success on the merits because it could not demonstrate a likelihood of confusion.162 The Ninth Cir-
cuit disagreed with this finding and, therefore, remanded the case with the instruction that the lower court now 
consider the other elements for a preliminary injunction in accordance with Winter.163

On remand, the Central District of California turned directly to the question of irreparable harm.164 Pom 
Wonderful argued that Pur Beverage’s continued infringement of the POM mark would cause irreparable 
harm in three ways: (1) it would cause the POM mark to become generic; (2) it would result in a loss of return 
on Pom Wonderful’s investment in the mark; and (3) it would cause harm to Pom Wonderful’s reputation and 
goodwill.165 The district court rejected these arguments as speculative and noted that, after eBay and Winter, 
the Ninth Circuit had determined it is no longer appropriate to apply a presumption of irreparable harm in 
trademark cases.166 Instead, a trademark owner seeking an injunction must “adduce evidence of likely irrepa-
rable harm.”167 The court went on to say that while proof of actual confusion or harm is not necessary, evidence 
of either would be sufficient.168 Therefore, it is clear that the standards of the Ninth Circuit with respect to ir-
reparable harm in trademark injunctions have changed dramatically in the wake of eBay and Winter.

Of the remaining circuits, only a few have offered any guidance as to the significance of eBay or Winter 
on trademark injunctions. One such circuit is the Third Circuit, which has actually seen conflicting case 
law over the past few years. In 2014, the Third Circuit issued an opinion in Ferring v. Watson,169 in which it 
adopted the position of eBay and Winter that a trademark owner could not claim any presumption of irrep-
arable harm from a finding of “likelihood of confusion.”170 The Third Circuit held that a party seeking a 
preliminary injunction is required to prove that irreparable harm would flow from the failure to enjoin the 

 160 775 F.3d 1118 (9th Cir. 2014).

 161 Id. at 1111.

 162 Id. 

 163 Id. at 1112.

 164 Pom Wonderful LLC v. Pur Bevs. LLC, No. CV 13-06917 MMM (CWX), 2015 WL 10433693, at *2 (C.D. Cal. Aug. 
6, 2015).

 165 Id. at 5.

 166 Id. at 4, 6–18.

 167 Id. at 5 (emphasis added).

 168 Id. at 12 (“[O]ne way to show a likelihood of future irreparable harm is to show that there has, to date, been some 
actual confusion or harm.”).

 169 Ferring Pharms., Inc. v. Watson Pharms., Inc., 765 F.3d 205 (3d Cir. 2014).

 170 Id. at 215–16.
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other party.171 As in Winter and Pom, the Third Circuit rejected any evidence of irreparable harm submit-
ted by Ferring of harm as too speculative, notwithstanding the submission of a declaration by a third party 
asserting that consumers would be less likely to buy Ferring’s product as a result of the alleged trademark 
infringement.172

Despite Ferring’s apparent endorsement of eBay and Winter by the Third Circuit, a recent case out of the 
District of New Jersey (a court located within the Third Circuit) has arguably reverted back to the presump-
tion of irreparable harm.173 In Chanel, Inc. v. Matos, the district court ruled in favor of Chanel on its claims 
for trademark infringement and counterfeiting and awarded Chanel monetary damages under the Lanham 
Act.174 Though Chanel presented no evidence of irreparable harm, the district court awarded Chanel perma-
nent injunctive relief against the defendant in light of the inferior quality of the counterfeit products sold by 
the defendant, which would likely damage Chanel’s reputation.175 As such, the district court stated irrepara-
ble harm was an “inescapable conclusion.”176 It is unclear whether this dichotomy between this decision and 
the Ferring decision by the Third Circuit indicates a split within the Third Circuit or a softening of the eBay 
and Winter standards for irreparable harm within that circuit over time.

The Eleventh Circuit has only addressed the impact of eBay and Winter in the case of North America 
Medical v. Axiom Worldwide.177 In that case, the Eleventh Circuit vacated a preliminary injunction because 
the lower court had improperly considered presumptions as to irreparable harm in granting the injunction.178 
In remanding the case, the Eleventh Circuit instructed the lower court to consider the case in light of the 
eBay decision, but appeared to leave some room for discretion:

[T]he district court may well conclude on remand that it can readily reach an appropriate decision by 
fully applying eBay without the benefit of a presumption of irreparable injury, or it may well decide 
that the particular circumstances of the instant case bear substantial parallels to previous cases such 
that a presumption of irreparable injury is an appropriate exercise of its discretion in light of the his-
torical traditions.179

Given the uncertainty outside of the Ninth Circuit of the irreparable harm prong of the four-part test follow-
ing eBay and Winter, trademark owners seeking injunctive relief would be best served by submitting con-
crete evidence of harm in addition to any arguments relating to the presumption of irreparable harm upon a 
showing of likelihood of confusion.

 171 Id. at 217.

 172 Id. at 219.

 173 Chanel, Inc. v. Matos, 133 F. Supp. 3d 678 (D.N.J. 2015).

 174 Id. 687–89.

 175 Id. at 689.

 176 Id. 

 177 N. Am. Med. Corp. v. Axiom Worldwide, Inc., 522 F.3d 1211 (11th Cir. 2008).

 178 Id. 1227–29.

 179 Id. at 1228 (citing eBay, 547 U.S. at 394).
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